PROTECTION TO TRADE- MARKS 


THE 
TRADE-MARK 
REPORTER 


MARCH 


jil 
— 


" 


[ 


poses es || 
i a 
J ¢ 
‘ 
= = aes 
: i Ae 
“a - SS 
om \ 
. *eQ * eentee . . 2 - 
sees: = ’ 
J 
Pere, 
° 
= 
. pr 





APR -3 1938 
©clp 412090 «_ 


The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 
Included in SHEPARD’S CITATIONS 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the Washington tribunals. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal Congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and business 
executives and is edited with a view to their needs and requirements. 
The subscription price is Six Dollars per year in the United States 
and Mexico; for other countries, add fifty cents. Subscriptions may 
begin at any time. Write for sample copy. 


A limited number of volumes for previous years can be furnished 
at the following prices: 


Brown Cloth 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 
Digest, vols. 15-26, inc. (either binding) 


Transportation extra. Address: 


THE UNITED STATES TRADE-MARK ASSOCIATION 
32 Nassau STREET New York Ciry 








CONTENTS 
PAGE 

United States Circuit Court of Appeals, Third Circuit: 
Procter & Gamble Company v. J. L. 


Prescott Company 
J. L. Prescott Company v. 


Procter & Gamble Company 105 
United States District Court, Southern District of New York: 
Collins v. Metro-Goldwyn Pictures Corporation et al. ... 126 
Utility Manufacturing Co., Inc. v. Elgin Laboratories et al. 133 
United States District Court, District of Massachusetts: 
Prouty v. National Broadcasting Company, Inc 
United States Court of Customs and Patent Appeals: 


Paula A. M. Breese v. Tampax Sales Corporation 


California Prune and Apricot Growers Association vy. Dobry 


Flour Mills, Inc. 


Collins & Aikman Corporation v. Sanford Mills and L. C. 
Chase & Company, Inc. 


Traders Oil Mill Company v. Lever Brothers Company ... 


C. E. Langfield, doing business as The Solvite Company v. 


James S. Brady, doing business as The Solvoline Sales 


Copyright, 1939 
by 


The United States Trade-Mark Association 


Entered as second-class matter March 20, 1917, at the Post Office at 
Burlington, Vermont, under the act of March 3, 1879 
























































There Is No Substitute For 
Experience 


In taking care of the many details for a lawyer who is 
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experience. 
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Procter & GamMBLE Company v. J. L. Prescorr Company 


J. L. Prescorr Company v. Procter & GAMBLE COMPANY 
(40 U.S. P. Q. 434) 


United States Circuit Court of Appeals, Third Circuit 
February 2, 1939 


Trape-Marks—“Oxypo.” ann “Oxo.” For WasHING Preparations—Con- 
FLICTING Marks. 

The word “Oxol,” used as a trade-mark for a liquid bleach and 
detergent sold in bottles, held to be confusingly similar to the word 
“Oxydol,” used as a trade-mark for a powdered soap sold in packages, 
particularly as the labels used on the respective products are somewhat 
similar and the Prescott Company advertises its “Oxol” product over 
the radio in connection with the offer of an “Oxol Doll.” 

‘TrapE-Marks—“Cnase-O” anv “Curpso”—Siminariry 1N Use Anp ADVER- 
TISING—CONFLICTING Marks. 

The word “Chase-O,” used as a trade-mark on a water-softener sold 
in packages, held confusingly similar to the word “Chipso,” used as a 
trade-mark on chipped soap, also sold in packages, the evidence being 
that customers purchased one product believing that it was the other. 

Trape-Marks—Svurrs—Lacues. 

in the case at issue, when plaintiff knew of defendant's nation-wide 
advertising of its “Chipso” product, but delayed filing complaint for 
over five years, it was estopped from enforcing its rights and an in- 
junction was denied, particularly as defendant was not proven to have 
attempted to palm off its goods as those of plaintiff. 

Trape-Mark—CANCELLATION—PLEADING AND Pracrice—Svirs Unoer R. S. 
4915. 

After the cancellation of a trade-mark registration is ordered on 
appeal to the Court of Customs and Patent Appeals, the registrant has 
no right to maintain bill in equity under R. S. 4915. 

lrapE-Marks—CaNnceLLATION—ReEs ApJUDICATA. 

The question of cancellation of a registration held not to have been 
rendered res adjudicata by decisions of the Patent Office and the Court 
of Customs and Patent Appeals. 

Trape-Marxs—Trape-Marxkx Acr or 1905—JvRIspicTion. 

Section 22 of the Trade-Mark Act of 1905 held not available to 
registrant thereunder to confer jurisdiction on a District Court for the 
reinstatement on the register of the Commissioner of Patents of a can- 
celled trade-mark. 


In equity. Cross-appeals from the United States District Court 
for the District of New Jersey. Modified. For opinion below, see 


26 T.-M. Rep. 410. 


Cooper, Kerr & Dunham and Thomas G. Haight, all of New 
York City, for Procter & Gamble Company. 
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Charles P. Hutchinson and Joshua R. H. Potts, both of Phila- 
delphia, Pa., for J. L. Prescott Company. 


Biaes, C. J.: Two appeals are presented by the cases at bar. 
One, No. 6249, is a suit by Procter & Gamble Company against 
J. L. Prescott Company in which the gravamen of the complaint is 
that Prescott infringed its rights in the trade-mark “Oxydol’ by 
placing upon the market a product called “Oxol,”’ and was guilty of 
unfair competition in respect to the sales of that product. The 
second suit, No. 6264, is a cross complaint by Prescott against Proc- 
ter & Gamble alleging that the latter corporation has infringed its 
rights in the trade-mark “Chase-O” by placing upon the market a 
product called “Chipso,” and was guilty of unfair competition in 
respect to sales of “Chipso.” 

Prescott prayed also for an order requiring Procter & Gamble 
to deliver up its registration for the word “Chipso” to the Commis- 
sioner of Patents for cancellation. To Prescott’s counterclaim Proc- 
ter & Gamble filed an answer and a counterclaim. The counterclaim 
alleged that Prescott by its own acts and with the intention of 
profiting by the subsequent confusion made use of a “Chase-O”’ 
package design embracing the distinctive coloring then in use upon 
the “Chipso” carton. This counterclaim was struck from the plead- 
ing by the order of the court. Substantially similar matter, however, 
was contained in the answer. The answer further alleges that 
Prescott did not act with diligence in preventing others from em- 
ploying the “Chase-O” mark or simulations of it. The learned 
District Judge found the contentions of the parties to be without 
merit and dismissed both the bill of complaint and Prescott’s 
counterclaim. He also denied cancellation of the mark “Chipso,”’ 
holding this issue to be res adjudicata because of the outcome of the 


litigation had in the Patent Office and before the Court of Customs 


and Patent Appeals." From the decree referred to, these appeals 
were taken by the respective parties to the litigation. We will en- 


deavor to dispose of the issues presented in one opinion. 


1 This litigation is referred to more specifically hereafter. 
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As to “Oxydol” and “Oxol” 


“Oxydol,”’ as the bill of complaint alleges and the evidence 
shows, is a cleanser composed of powdered soap. It is sold in a 
package, not in a bottle. From the year 1920, in which 470,600 
cartons were sold by Wm. Waltke & Company, sales steadily in- 
creased until a total carton sale of 92,770,330 was attained in 1930. 
In 1931, the sales of “Oxydol”’ by carton numbered 68,304,982. By 
1931, ‘“Oxydol” was being sold by 65 percent of all grocery stores 
and in every part of the United States. 

“Oxydol” was first manufactured and sold in 1914 by the Wm. 
Waltke Company of St. Louis. The Waltke Company created the 
fanciful name “Oxydol”’ for the product. In 1922 the Waltke Com- 
pany spent $42,000 advertising its product. In 1927 Procter & 
Gamble took over the Waltke Company and “Oxydol.” Half a 
million dollars was spent by Procter & Gamble in advertising 
“Oxydol” in 1928. In 1930 and 1931 Procter & Gamble spent over 
a million dollars a year in advertising “Oxydol.” 

It appears from the testimony that, though “Oxydol” was sold 
widely throughout the United States, in one area, viz., the New 
England States, New York, Pennsylvania, Delaware and Maryland, 
sales did not march proportionately with those in the rest of the 
country. The sales manager of Procter & Gamble testified that in 
his opinion the reason why sales of “Oxydol” in the areas mentioned 


were less was because of confusion caused in the mind of the average 
purchaser by the Prescott product “Oxol.” It is the substance of 


Procter & Gamble’s complaint that Prescott has attempted to 


capitalize and has capitalized upon the confusing similarity of the 
word “Oxol” to the word “Oxydol” in the sales of its product, the 
purchasing public attributing both “Oxydol” and “Oxol” to a com- 
mon origin, the Procter & Gamble Company. 

“Oxol” is a liquid and is sold in brown bottles. J. L. Prescott 
Company commenced to manufacture the solution in 1927 and first 
placed it upon the market in 1928. It contains a bleaching com- 
pound and is in fact a chlorinated solution. It acts chemically. It 


is a detergent. ‘“‘Oxol’’ possesses disinfectant qualities. ‘““Oxydol”’ 
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is represented as having a distinct function as a deodorant, disin- 
fectant, cleanser and bleacher, and we think that this representa- 
tion is borne out clearly by the evidence. 


Prior to the actual selection of the name “Oxol,” as was testi- 


field to by an officer of the Prescott Company, much study was 


given to the selection of a name for the Prescott product. The same 
witness testified that the use of the syllable “Ox” seemed natural 
for a compound containing sodium hyperchlorid since that chemical 
is frequently used as a oxidizing agent. It was shown that Prescott 
possessed a trade-name “Oxidoff’’ formerly used in connection with 
a metal polish, and also had manufactured an oil called “Lubrol.”’ 
Many examples of registered trade-marks containing the “Ox” 
syllable were put in evidence by the Prescott Company. The word 
“Oxidol” for use in connection with antiseptic powders was regis- 
tered in the United States Patent Office in 1907. “Oxygenol” was 
registered in 1905 for bleaching and washing compounds. It was 
shown that Webster's dictionary of the year 1913 contains both 
“Oxindol” and “Oxygonal’’ and many words beginning with “Ox.” 

Upon May 27, 1931, the United States Court of Customs and 
Patent Appeals in the case of Procter & Gamble Co. v. J. L. Pres- 
cott Co., 49 F. (2d) 959 [25 T.-M. Rep. 342], denied Prescott the 
right to register the mark “Oxol.’’ Mr. Justice Bland in delivering 
the opinion of the court stated: 


It was admitted in argument before this court that the applicant deliber- 
ately selected the mark “Oxol” after considering the legal effect of doing 
so, in view of the registered trade-mark “Oxydol,” and while applicant does 
not admit that it selected “Oxol” with the purpose of profiting by the ad- 
vertisement and good-will of the “Oxydol” trade-mark, there is no attempt 
at explanation as to why the word “Oxol” was adopted, and it seems fair 
to infer that, owing to the peculiar character of the two arbitrary marks, 
and in the absence of any explanation whatever, applicant sought to profit 
by the confusion that would result. 


The court then refers to Lever Bros. Co. v. Riodela Chemical 
Company, 41 F. (2d) 408 [20 T.-M. Rep. 311], which goes off 
upon the ground that the defendant corporation possessed a tortious 
motive in using a confusing mark. 

Further facts must be considered. In the latter part of 1931, 
Prescott began advertising ““Oxol’” by radio broadcasts. A typical 





PROCTER & GAMBLE CO. V. J. L. PRESCOTT CO. 109 


broadcast over Station WABC, upon November 24, 1931, we think 
should be summarized. Early in the broadcast emphasis was laid 
upon the efficacy of “Oxol’” for washing clothes and the fact that 
it would produce suds without rubbing “ 


... to make that washing 
snowy white.’” Reference was made to the brown bottle, to the spell- 
ing of the word and to the fact that “Oxol’’ is neither powder nor 
soap. It was then stated in the broadcast, ““When you buy a bottle 
of ‘Oxol,’ take the label off and send it to the ‘Oxol’ trio in care of 


this Station, or address your letter to the J. L. Prescott Company, 


Passaic, N. J... . In return, they will send you the gaily colored 
‘Oxol’ rag doll that children love. .. . And don’t forget to send in 
an ‘Oxol’ label for one of those little ‘Oxol’ Rag Dolls.” The sub- 
stance of this broadcast was repeated many times. Upon several 
oceasions radio announcers referred directly to the “ ‘Oxol’ doll.” 
Instructions for completing the “ “Oxol’ doll” were sent to all who 
requested the doll from the Prescott Company. 

It is obvious that when the tongue pronounces the word “ ‘Oxol’ 
doll,” or when the mind operates to put these two words together, 
a connection in thought between Procter & Gamble’s product and 
Prescott’s product is inescapable. Such a connection must have oc- 
curred to the Prescott Company. Why then was such advertising 
made use of? The answer is obvious. Ground for mistake in the 
public mind as to “Oxydol” and “Oxol” was well laid and the re- 
sulting confusion may not be described as a coincidence. 

Confusion as to which company was offering the doll in return 
for the label immediately came to pass and this was admitted by one 
of Prescott’s officers. Many housewives sent “Oxydol” labels to 
Procter & Gamble and demanded the “Oxol’” doll. An examination 
of the letters in evidence seems to indicate that the persons writing 
them were ordinary members of the purchasing public. One house- 
wife wrote, “Am sending the clip off the ‘Oxydol’ box. Would you 
please send us one of your rag dolls. .. ."’ Another wrote, “Enclosed 
is a clipping from ‘Oxydol.’ Kindly send me a rag doll, as promised 
over radio.” The requests quoted seem typical. 

Other evidence is even more indicative of confusion between the 
two products. Some grocery stores confused “Oxydol” with “Oxol” 
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and in fact offered one for the other. Community Stores, Inc., and 
The Great Atlantic and Pacific Tea Co. were chain stores which 
offered ““Oxydol” by the bottle, indicating that they had confused 
it with “Oxol.’”’ Numerous grocers offered testimony of their con- 
fusion between “Oxydol” and “Oxol.” The confusion of names 
and products extended therefore to the trade itself. 

A manager of a store of the A. & P. Company testified: 


My experience in handling the products “Oxydol” and “Oxol” is that 
in the educated class of people they come in and know the product, but 
more particularly in the average class they are coming into the store and 
asking for “Oxydol” and “Oxol” and the two names become confusing often- 
times. I have had them, particularly when coupons were issued, to come 
in with an “Oxydol” box and insist on “Oxol”; that is particularly true 
with the coupon; they will come in and insist on “Oxol,” claiming that they 
should be given “Oxol.” It also has a tendency to confuse the clerks at 
times, more especially when they are asking for “Oxol” or “Oxydol”; they 
probably go to the shelf and pull down “Oxydol” when they should have 
given them “Oxol.” Confusion like that has been happening in the store 
of which I am the manager for about the past year. 


A grocer operating a small store testified, “I have found them 
(‘Oxydol’ and ‘Oxol’) very conflicting; several times customers 
would come into the store and ask for one thing and mean another. | 
have got them mixed up myself.” 


One witness testified as to why she confused “Oxol” and “Oxy- 


dol,” “To tell you the truth, I always thought they were made by 


the same concern, because they are so near alike, you know.” This 
statement was not made in respect to the mailing of a label. It was 
said in regard to purchases made by the witness in the market. 
Testimony to similar effect frequently occurs in the record. Some 
members of the purchasing public seem to consider “Oxol’” to be the 
liquid form of “Oxydol.”’ 

Investigating crews engaged by Procter & Gamble encountered 
like confusion in the public mind. Independent market research 
investigations demonstrated a similar result. Though testimony to 
the opposite effect appears in the record, we reach the conclusion 
that the confusion which resulted was not the result of the stupidity 
of individual purchasers, but was to be expected by reason of the 


similarity of the names of two products and the confusion was 
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heightened by the advertising upon which the Prescott Company 
embarked. 


An examination of the wrappers of the two products yields the 
following: 
OXYDOL OXOL 


“Oxydol” can be used with equal Buy two bottles of “Oxol,” keep 
pleasure and good results in the one in the bathroom, the other for 
laundry, kitchen and for general the kitchen and laundry, both ready 
household purposes. always for any emergency in any 

room, anywhere! 

“Oxydol” makes white goods “Oxol” makes clothes snowy 
whiter. white, it washes, bleaches and re- 

moves ordinary stains from white 
linen or cotton fabrics. 

Something different, it is neither “Oxol” works equally well with 
a soap powder nor a powdered soap bar soap, flakes or chips. 
in the understanding of those terms. 

To use “Oxydol” according to “Oxol” takes drudgery out of 
directions is the easiest way and laundry. 
will give splendid results. 

Cleans everything, for very greasy “Oxol” cleans and at the same 
or dirty articles of any kind, time disinfects handkerchiefs, in- 
“Oxydol” is a marvel. fants’ clothes, towels, etc. 

For walls, painted or varnished “Oxol” cleans painted woodwork 
surfaces. and takes off that smoky film which 

often settles on white painted stair- 
ways, doors, hallways and wall 
boards. 

“Oxydol” makes cut glass sparkle. “Oxol” cleans windows. It makes 
cut glass and crystal ware, mirrors, 
china and ordinary glassware spar- 
kle like new. 


We think that it is plain from the advertising exhibits in evidence 


and from the printing upon the wrappers of the two products that 


they are to be used in the same general household operations, 


namely, laundering clothes and linen, cleansing painted surfaces, 
cleaning glass. The field of both “Oxol” and “Oxydol” is, there- 
fore, in household cleaning. We are aware that “Oxol’’ possesses 
powers as a disinfectant and deodorizes and sterilizes, while “Oxy- 
dol’”’ is a soap, but both function in the same field or fields which are 
closely allied. 

We are convinced that the view of the problem taken by the 
learned District Judge is too narrow. The test laid down by the 


trial court was as follows: 
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The question under all of the evidence, then, is, would an ordinarily in- 
telligent person, one of the purchasing public, be confused in making pur- 
chases, taking into consideration the name, the product, the size and style of 
package and bottle, the advertised uses appearing on the bottle and the 
different names of manufacturers, to the extent that he or she would believe 
that a bottle of “Oxol” was a package of “Oxydol.” 


To put this test, which is correctly phrased, more briefly, it is 


simply whether or not an ordinary person would confuse the two 


products or entertain a belief that “Oxol” was a liquid form of 


“Oxvydol.” The evidence shows that in fact ordinary members of 
the purchasing public were so confused. Moreover, we think that 
such a result was inevitable. 

In our opinion, infringement of trade-mark and unfair competi 
tion by the Prescott Company has been proven by Procter & Gamble 
Company. This aspect of the case at bar is governed by the prin 
ciple enunciated by this court in Kotabs, Inc. v. Kotex Co., 50 F. 
(2d) 810, and which need not be quoted here. See also /Willys- 
Overland Co. v. Akron-Overland Tire Co., 268 Fed. 151, affirmed 
273 Fed. 674; Vogue Co. v. Thompson-Hudson Co., 300 Fed. 509; 
Wall v. Rolls-Royce Co., 4 F. (2d) 333; Rosenberg Bros. & Co. v. 
Elliott, 7 F. (2d) 962, 968 [15 T.-M. Rep. 479]. 

Prescott will be enjoined from selling its product or offering it 
for sale under the name of “Oxol.” An accounting of profits had by 
Prescott and of Procter & Gamble’s damages is ordered. 


As to “Chase-O” and “Chipso,” Upon Issues Raised by the Counter- 


claim 


“Chase-O,” manufactured and sold under a registered trade 
mark by J. L. Prescott Company, is a water softener, composed of 
phosphates, blue coloring and water in crystalline form. It is sold 
by package and is advertised as an aid to soap. It is designed to be 
used with soap as a softener and blueing. In its counterclaim Pres- 
cott alleges that Procter & Gamble has infringed the trade-mark and 
is guilty of unfair trade practices by selling its competing product, 
“Chipso.”’ 

A brief history of “Chase-O” is as follows: 

In 1912, Lucius A. Williams marketed “. . . . a detergent prepa- 


ration in crystal form, for washing, cleansing, and the harmless 
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bleaching of clothes.” This product was laundry crystals. The 
imaginative name “Chase-O” was given to it and the trade-mark was 
registered in the United States Patent Office on December 9, 1913. 
A corporation, Chase-O Manufacturing Company, was formed and 
was in fact the registrant. In 1918 the Chase-O Manufacturing 
Company went through bankruptcy and the A-1 Manufacturing 
Company bought the assets of the former company, including trade- 
mark and gocd-will. From time to time changes were made in the 
formula of the product but it retained its character of an agent to 
be used in the washing of clothes. The A-1 Company built up a 
business of some size in selling ““Chase-O.” From 1920 until the 
time of the suit substantial sums were spent in advertising the 
product and many sales were made of it. In the year 1920 the total 
advertising amounted to over $41,000 and the total sales for that 
year exceeded $64,000. ‘‘Chase-O” was taken over by Prescott in 
1924. 

“Chipso,” manufactured and sold by Procter & Gamble, is com- 
posed of anhydrous soap to the extent of approximately 92 percent 
of its full content. Insoluble alcohol and water in crystalline form 
make up its remaining parts. It is simply chipped soap. It is 
used extensively in washing machines, and for soaking clothes. 

Both products are sold in packages or cartons. “Chipso’’ is sold 
in cartons of two sizes and the smaller of these is much larger than 
the “Chase-O” package. The colors upon “Chase-O” and “Chipso” 
packages are not dissimilar, but the arrangement of colors is differ- 
ent as was pointed out in the opinion of the court below. Procter 
& Gamble prints the word “Chipso” across the face of the carton 
in large letters against a contrasting and broad ribbon or back- 
ground, this ribbon or background extending diagonally across the 
face of the package. “Chipso”’ boxes bear a legend, “For all clean- 
ing,” and below or upon the sides are printed the phrases, “Quick 
‘Chipso’ Suds. For the wash boiler. For the dish pan. For the 
washing machine and for soaking clothes overnight.” 


“Chase-O” is sold in a much smaller package than “Chipso” 


but the word “Chase-O” is printed across its face in a diagonal 
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ribbon in an arrangement very similar to that of “Chipso.” It is 
the contention of Procter & Gamble that Prescott itself has caused 
confusion by simulating a label very similar to the “Chipso” label 
upon its “Chase-O” cartons. There is some evidence to bear out 
this contention, but in our opinion the evidence of confusion result 
ing from this change in the “Chase-O” label is insufficient to prove 
the point. : 

Analysis of the evidence of record demonstrates that there is 
confusion in the minds of the public and of the trade in respect to 
“Chase-O” and “Chipso,” a confusion very similar to that which 


exists in respect to “Oxydol” and “Oxol.” The district manager of 


Procter & Gamble testified in respect to the names of the two prod- 


ucts, “I think that where you have two names, with a lot of similar 
letters, both starting in ch and ending in o, that just taking the 
euphonic side alone there must be some little confusion, but I think 
you have also got to take into consideration the fact that there is 
another syllable in the word.” The witness then went on to eluci 
date a distinction as to significance, saying that ‘““Chase-O” would 
be thought of as a chaser of dirt while “Chipso’” would be deemed 
a chipped soap. 

There is much similarity between the evidence offered in the 
controversy now under discussion and that received in the record in 
the ‘“Oxydol’’-““Oxol’” suit. As in the latter case, grocers testified 
that they were confused by the similarity of the two names. In 
this connection the testimony of Fried, a grocer of York, Pa., is 
typical. He was asked upon cross examination as to why he dis 
continued selling ““Chase-O.” He replied, 

Well, I tell you why I discontinued it; I hadn’t much call for it; it got 
confused when the “Chipso” came out and naturally being a bigger package 
and the name so near alike that they would come in and ask for one and get 
the other. Well, it was quite a few of them would come in and ask for 
“Chipso,” and you hand them that, they would say, “No, I don’t want that; 


I want the other,” and just vice versa or the other way. This confusion 
commenced, I think it was in 1928. I am not positive; along 1927 or 1928. 
I could not tell you exact. It was when “Chipso” was advertised so 
thoroughly throughout our section it became more. The children would 
come in and ask for soap and we would ask, “What do you want?” and they 
would say, “Chipso,” and they would take it and bring it back and we 


would send them the other. They would say they wanted “Chase-O.” 
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Those were the conflicting things we had, and eventually it went out. I did 

not have any call for it at the time. 

Housewives gave similar testimony as to their confusion between 
the two products. Such testimony is illuminating. One purchaser 
stated that she had received “Chipso” by mistake for “Chase-O”’ at 
her grocery store and used it over a period of six months before she 
became aware of the difference. Saleswomen and salesmen testified 
that in selling ““Chase-O”’ from door to door housewives frequently 
informed them that they already had “‘Chase-O” and that the pack- 
age in which it was contained was larger than that which the sales- 
man offered. Upon production of the package referred to it was 
found to be a “Chipso” carton. Investigators hired by Prescott 
testified to great confusion in the public mind. There is evidence 
of decreasing sales of ““Chase-O” and of growing sales of “Chipso”’ 
despite the increased advertising of the former. 

Set out below in the parallel column are advertisements used by 
the two companies to sell “Chase-O” and “Chipso”: 

CHASE-O CHIPSO 

“Wash the Easy Way.” “Makes all washing easier.” 

“Saves time—Saves Labor—Saves “Saves time, saves work, saves 
Clothes.” clothes, saves money.” 

“Chase-O Washes Everything.” “For all cleaning.” 

“Chase-O Washed Them!” (show- “Soaks Clothes Clean” (showing a 
ing a laundry basket containing laundry basket containing clothes). 
clothes.) 

From all of the foregoing it will be observed that “Chase-O” and 
“Chipso” are used in closely related fields, literally in the family 


wash tub. We think the evidence clearly proves confusion of prod- 


ucts and trade-names to the extent that persons of ordinary intel- 


ligence believed that they were purchasing Prescott’s product when 
they were in fact buying that of Procter & Gamble. 

The two names are in fact confusingly similar. The Court of 
Customs and Patent Appeals so found in Procter & Gamble Com- 
pany v. J. L. Prescott Co., 77 F. (2d) 98. The Prescott Company 
had petitioned the Patent Office for cancellation of the trade-mark 
“Chipso” theretofore registered by Procter & Gamble. Cancella- 


tion was ordered and an appeal was taken by Procter & Gamble 
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from the decision of the Commissioner of Patents to the Court of 
Customs and Patent Appeals. Judge Bland in delivering the 
opinion of the court stated: 


It is our view that the trade-mark “Chipso,” as registered, so nearly 
resembled the previously registered and previously used “Chase-O” mark 
that there was likelihood of causing confusion and mistake in the mind 
of the public, and that because of this fact, the appellant was not entitled 
to the use of the mark at the time of its applicant for registration thereof, 
and the same should not have been registered. .. . 

We agree with the decisions of the tribunals below that the marks at 
the time of registration so nearly resembled each other that likelihood of 
confusion would result. It is impossible to escape this conclusion. . . . 


All other things being equal we would enjoin the use of the word 
“Chipso” by Procter & Gamble as the trade-mark for its product 


and hold that that company had been guilty of unfair competition. 


There are other matters to be considered, however, one of which 
weighs heavily in the balance against the counter-claimant. The 
pertinent facts are as follows: 

Procter & Gamble actively commenced the sale of “Chipso” in 
February, 1921. The advertising manager of the corporation testi- 
fied that he thought it would prove advantageous to the corporation 


“<é 


if the company “.... put up for general laundry and dish washing 
purposes, and general cleaning, a product in package form similar 
to the chipped soap we were then selling to laundries in bulk form— 


, 


by bulk I mean in barrels.”” In 1919 he made this suggestion to his 
superiors and in 1920 the product began to be manufactured. In 
the year 1921 “Chipso” was offered for sale and was sold in nine- 
teen of the large cities of the United States from Boston to San 
Francisco, including New York, Philadelphia, Baltimore, Pitts- 
burgh, St. Louis and Dallas. Both the large package and the small 
package were sold. The record shows that a great deal of promo- 
tional work was done. In the year 1921, 8,763 cases of the small 
size package, packed 100 to a case, and 2,619 cases of the larger 
size packages, packed thirty-six per case, were sold. In the summer 
of 1922, 20,894 of the small size “Chipso” and 17,878 cases of the 
larger package were sold. Early in 1923 Procter & Gamble, being 
convinced that they possessed a brand in which great commercial 


success might be achieved, began efforts to make “Chipso”’ a nation- 
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ally known product. Théreafter the company embarked upon a 


most extensive advertising campaign, including newspaper adver- 
tising, house to house sampling, promotional work with stores, cou- 
poning, outdoor advertising, national magazine advertising and radio 
advertising. The record shows that the house to house advertising 
covered substantially all parts of the United States, not only the 
large cities and smaller towns, but also country localities situated 
around these centers of population. From the years 1923 to 1931, 
inclusive, Procter & Gamble expended $8,995,000 in having agents 
make household calls which totalled over 40,000,000 in number. 
From 1920 to 1931, inclusive, Procter & Gamble expended the sum 
of $13,954,000 in advertising its product “Chipso” and to the end 
of the year 1931 had sold 18,978,007 cases of the product, amounting 
to a total of 800,000,000 cartons. The product is now carried by 80 
percent of the grocery stores in the United States and it is fair to 
refer to the extent of the sales made of the product as enormous. 

It is inconceivable that the Prescott Company could have re- 
mained unaware of Procter & Gamble’s product and the extent of 
its promotional efforts, yet for a period of five years Procter & 
Gamble proceeded to promote and sell “Chipso” in ever increasing 
quantities without objection from the Prescott Company. Indeed, 
Prescott admits to substantial knowledge of Procter & Gamble’s 
efforts from the year 1924. No suit alleging unfair competition was 
filed by Prescott until the counterclaim in the case at bar was 
presented. Nothing was done by Prescott whereby one might con- 
clude that it objected to Procter & Gamble’s promotional efforts on 
behalf of ““‘Chipso” until its infringement notice was sent to Procter 
& Gamble about June 14, 1929. 

The sales of ““Chase-O” for the years 1919 to 1930, inclusive, 
totaled $927,771. In 1919 the sales of ““Chase-O” amounted to 
$47,009. Through the years 1920, 1921 and 1922, sales of the 
product increased until in the year 1922 they reached a total of 
$105,194. In 1923 sales were slightly in excess of $100,000; in 
1924 they were in excess of $107,000. In the year 1925, the high 
point, ““Chase-O” sales reached a total of $114,919. Throughout 
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the following years, from 1926 to 1930, inclusive, sales of the 
product steadily declined until in 1980 they totalled only $26,463. 

From the years 1919 to 1927, inclusive, Prescott and A-1 Manu- 
facturing Company expended a total of $585,819 upon advertising 
and selling “Chase-O.” In this period $116,881 was expended upon 
procuring samples. LEighty-nine thousand four hundred twelve 
dollars was expended in cost of distributing them. Newspaper ad- 
vertising totalled $102,758. General advertising amounted to $27,- 
024, while the matter used in advertising cost $48,000. Seven thou 
sand thirteen dollars was expended in redeeming coupons. 

Prescott’s ‘““Chase-O” was in fact a failing business from 1926 
until 1930. If this failure had been in fact due to acts of Procter 
& Gamble complained of, it was to be expected that Prescott would 
have expressed its objections to Procter & Gamble’s course of con- 
duct and would have brought that company to the bar of justice 
long before the time of the filing of the counterclaim in the instant 
case, 

We reach the conclusion that Prescott by its own course of con- 
duct, whether that be designated as acquiescence or laches, has 
estopped itself from asserting the rights which it seeks to enforce 
by means of its counterclaim. In reaching this conclusion we are 
not unmindful of the principle enunciated by the Supreme Court 
in Menendez v. Holt, 128 U. S. 514 and in McLean vy. Fleming, 96 


U. S. 245 wherein it was held that while unexplained delay upon 


the part of the plaintiff might destroy the obligation of the defendant 
to account, none the less the relief by way of injunction was still 
open. In Menendez v. Holt, there was bodily appropriation of the 
trade-mark by the defendant constituting actual and continuing 
fraud. That the decision in Menendez v. Holt went off upon this 
ground is made apparent by the decision of the Supreme Court in 
Sazrlehner v. Eisner, 179 U. S. 19. 

In the case at bar there is confusion of trade-marks and products, 
but the record is devoid of evidence which could lead to the con- 
clusion that Procter & Gamble has attempted to palm off or in fact 


has palmed off “Chipso” as “Chase-O.” There is no evidence 
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similar to the “Oxol doll’ testimony in the Ozydol-Oxol contro- 
versy. We think that it is the case that “Chipso,’ pushed by a 
larger and perhaps more energetic organization than that of Pres- 
cott’s, in effect has engulfed ‘““Chase-O” in so far as the markets for 
the two products have coincided or overlapped. Had the Prescott 
Company attempted to assert its rights by suit before the efforts 
and expenditures made by Procter & Gamble to exploit “Chipso,” 
we conceive that it would have been entitled to injunctive relief. 
As it is, however, we consider that the controversy now under dis- 
cussion is ruled by the principle enunciated in the decision of the 
Supreme Court in Creswill v. Grand Lodge Knights of Pythias, 225 
U. S. 246, 261, where it was said, “It is indisputable that the court 
was clearly right, as a matter of law, in holding that a court of 


equity in any event would not afford relief where there had been 


such laches as would cause it to be inequitable for it to do so.” The 
language of the court in Old Lexington Club v. Kentucky, 234 Fed. 


164, 469 [6 T.-M. Rep. 457], seems singularly appropriate and 


applicable to the case at bar. 


It would, in my judgment, be most inequitable to interfere with the 
defendant’s trade under the circumstances of the case. The plaintiff has 
known of the defendant’s use of its trade-name, and has taken no steps 
whatsoever to prevent it for at least fifteen years, during all of which time 
defendant has been building up its business, which is far greater and more 
extensive than that of the plaintiff. For one to permit another to build up 
a reputation for one’s goods under a trade-name for a long period of time, 
and then to assert an exclusive right to that name, and thereby acquire the 
benefit of the reputation and trade which the other has built up, when it 
lay in the power of the former at any time to have arrested the use of the 
trade-name by the latter, seems to me most inequitable, because, if the 
right had been asserted before the reputation was acquired, the infringer 
could have adopted another name and built his reputation on it. It would 
also tend to further deception upon the public, one of the results which in- 
junctive relief in trade-mark cases seeks to prevent. Of course, if one 
knowingly and wilfully adopts a name which has been used by another, a 
different situation might be presented. Such a case would exhibit actual 
fraud, and such, I think, is the distinguishing feature between cases such as 
this and Menendez v. Holt, supra. See Saxlehner v. Eisner §& Mendelson, 
supra, 179 U. S. 39, 21 Sup. Ct. 7, 45 L. Ed. 60. But nothing of that kind 


appears in this case. 

It should be noted that in the instant case no evidence is offered 
from which it may be found that Procter & Gamble had knowledge 
of the exploitation of “Chase-O” by the Prescott Company. 
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In the case of Valvoline v. Havoline, 21 Fed. 189, 194 [4 T.-M. 
Rep. 257], Judge Mayer, holding that laches barred the right to the 
injunctive relief sought by the plaintiff, sets forth a statement of the 
law which we believe to be precisely applicable to the case at bar. 


I think we must realize modern conditions. Men can build up new 
business these days in a period of time which would have seemed amaz- 
ingly short years ago. It is true that mere acquiescence will not preclude 
injunctive relief, but, whether a case falls within the principle of Menendez 
v. Holt, 128 U. S. 523, 9 Sup. Ct. 148, 32 L. Ed. 526, or within Richardson v. 
Osborne (C. C.), 82 Fed. 92, affirmed 93 Fed. 828, 36 C. C. A. 610, depends, 
of course, on the particular facts and circumstances. Where a trade-mark 
is bodily appropriated, as in Menendez v. Holt, the courts will grant in- 
junctive relief, although in some instances denying an accounting. See also 
Mosler v. Lurie, 209 Fed. 384, 126 C. C. A. 290 (C. C. A. 2nd Circuit) de- 
cided November 11, 1913. But this is not such a case. It must be ad- 
mitted, even if it were to be held that the defendants infringed complain- 
ant’s trade-mark, that the question involved is seriously debatable. 

I am of opinion that equity as applied to modern business developments 
requires that, in this particular case, injunctive relief in any event be 
denied. No satisfactory explanation is given for the delay, and during 
that time, the defendants have spent thousands of dollars to create a 
valuable asset in the word “Havoline.” Complainant is not uninformed, as 
in Mosler v. Lurie, swpra, but is a business corporation in this very same 
kind of business. 

There are cases where delay is excusable because it is necessary to ob- 
tain essential testimony or because a person unfamiliar with the subject- 
matter is ignorant of his rights, or where there is some situation that shows 
that a defendant should not be permitted to go on with his own wrongful 
conduct just because he has continued it for a long time. 

But it cannot be equitable for a well-informed merchant with knowledge 
of a claimed invasion of right, to wait and see how successful his competi- 
tor will be and then destroy with the aid of a court decree much that the 
competitor has striven for and accomplished—especially in a case where the 
most that can be said is that the trade-mark infringement is a genuinely 
debatable question. 


The delay of the Prescott Company in pressing for relief is un- 
explained. This fact must weigh heavily in the balance against it 
and for this reason and for the reasons stated heretofore injunctive 
relief must be denied. See Fleet v. Mobile Drug Co., 284 Fed. 813 
[18 T.-M. Rep. 145]; France Milling Co. v. Washburn-Crosby, 7 
F. (2d) 304 [15 T.-M. Rep. 185]. 


As to the Cancellation of the Trade-Mark “Chipso” 


The Prescott Company in its counterclaim prayed that the 
trade-mark registration for “Chipso” be “. . . . delivered up to the 
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Commissioner of Patents for cancellation.” In its answer to the 
counterclaim Procter & Gamble prayed that the counterclaim be 
dismissed. The District Court in the third paragraph of its decree 
ordered, “That the part of said counterclaim in which is set forth 
the alleged cause of action upon which is based the prayer thereof 
for an order that ‘the certification of registration of the plaintiff 
for the word “Chipso” No. 141,205, be delivered up to the Commis- 
sioner of Patents for cancellation, be dismissed upon the ground 
that the decision of the United States Court of Customs and Patent 
Appeals affirming the order of the Commissioner of Patents that 
such certificate of registration be so cancelled is res adjudicata.” 
Procter & Gamble takes the position that the question of cancel- 
lation of the trade-mark of ‘““Chipso” is not res adjudicata, that the 
court below possessed the power, despite the determination of this 
question by the Commissioner of Patents and the decree of the Court 
of Customs and Patent Appeals in the case of Procter & Gamble Co. 


v. J. L. Prescott Co., supra, to proceed to determine this question 


anew and require the Commissioner of Patents by an appropriate 


decree to permit the registration “Chipso’ to remain upon the 
register of trade-marks. 

The Prescott Company contends that since Procter & Gamble 
prayed that Prescott’s counterclaim be dismissed and has received 
that relief, it may not now appeal to this court upon the issue of 
cancellation of the trade-mark “Chipso.”’ In support of this posi- 
tion the Prescott Company cites Guarantee Company of North 
America v. Phoenix Insurance Company, 124 Fed. 170, 173; Com- 
missioner v. Kelly’s Estate, 84 Fed. (2d) 958; Ottenheimer v. 
Libuwitz, 74 Fed. (2d) 858 and similar cases. 

Procter & Gamble for its part urges upon us that, since the 
court below found that Procter & Gamble had the right to use the 
trade-mark ‘“‘Chipso’’ and that there had been no confusion with or 
infringement of Prescott’s mark, the dismissal of the counterclaim, 
without determining that Procter & Gamble had the right to retain 
the trade-mark, failed to give Procter & Gamble the relief to which 


it was entitled and therefore it may appeal. Procter & Gamble 
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also points out that by its counterclaim to Prescott’s counterclaim 
(dismissed by the court below under the rules of pleading) it at- 
tempted to bring to issue its right to the reinstatement of its trade 
mark and that therefore it did all that it could do by way of plead- 
ing to maintain itself on that issue. 


These questions, some of which are procedural, we think can 


be resolved by an examination of the substantial issues in dispute. 


Procter & Gamble sought to have the court below pass upon the 
issue of the cancellation of the trade-mark under the provisions of 
the Act of February 20, 1905, ¢. 592, Sec. 22, 33 Stat. 729 (15 
U. S. C. A. 102) which provides, 


Whenever there are interfering registered trade-marks, any person in- 
terested in any one of them may have relief against the interfering regis- 
trant, and all persons interested under him, by suit in equity against the 
said registrant; and the court, on notice to adverse parties and other due 
proceedings had according to the course of equity, may adjudge and declare 
either of the registrations void in whole or in part according to the interest 
of the parties in the trade-mark, and may order the certificate of registra- 
tion to be delivered up to the Commissioner of Patents for cancellation. 


The statute under which the Prescott Company brought its 
proceedings for cancellation of registration in the Patent Office 
is the Act of February 20, 1905, c. 592, Sec. 13, 33 Stat. 728 (15 
U. S. C. A. 93) which provides, 

Whenever any person shall deem himself injured by the registration of 
a trade-mark in at Patent Office he may at any time apply to the Commis 
sioner of Patents to cancel the registration thereof. The Commissioner 
shall refer such application to the Examiner in charge of interferences who 
is empowered to hear and determine this question and who. shall give notice 
thereof to the registrant. If it appear after a hearing before the Examiner 
that the registrant was not entitled to the use of the mark at the date of 
his application for registration thereof, or that the mark is not used by 
the registrant or has been abandoned, and the Examiner shall so decide, 
the Commissioner shall cancel the registration. Appeal may be taken to 
the Commissioner in person from the decision of the Examiner of Patents. 

Jurisdiction of the Court of Customs and Patent Appeals to 
hear such appeals as that which came before it in the case of 
Procter & Gamble Co. v. J. L. Prescott Co., supra, is conferred 
upon it by the provisions of the Act of February 20, 1905, c. 592, 
Sec. 9, 83 Stat. 727 (15 U.S. C. A. 89) which provides, 

If an application for registration of a trade-mark, or a party to an 
interference as to a trade-mark, or a party who has filed opposition to the 
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registration of a trade-mark, or party to an application for the cancellation 
of the registration of a trade-mark, is dissatisfied with the decision of the 
Commissioner of Patents, he may apply to the Court of Appeals of the 
District of Columbia, on complying with the conditions required in the case 
of an appeal from the decision of the Commissioner by an applicant for 
patent, or a party to an interference as to an invention, and the same rules 
of practice and procedure shall govern in every stage of such proceedings 
so far as the same may be applicable. 

In the case of Baldwin Co. v. Robertson, 265 U. S. 168, 179 
[14 T.-M. Rep. 399], the Supreme Court stated in respect to the 
right of the Baldwin Company whose trade-mark had been can- 
celled in the Patent Office, 

The next inquiry is whether in addition to such appeal (then to the Dis- 
trict Court of Appeals?) and after it proves futile, the applicant is given a 
remedy by bill in equity as provided for a defeated applicant for a patent 
in 4915 Rev. Stats. We have in the cases cited given the closing words of 
Section 9 a liberal construction in the view that Congress intended by them 
to give every remedy in respect to trade-marks that is afforded in proceed- 
ings as to patents. ... It is not an undue expansion of that construction to 
hold that the final words were intended to furnish a remedy in equity 
against the Commissioner in every case in which by Section 9 an appeal 
first lies to the Court of Appeals. 


R. S. 4915, however, was amended by the Act of March 2, 1927, 
c. 278, Sec. 11, 44 Stat. 1336; March 2, 1929, c. 488, Sec. 2b, 45 
Stat. 1476 (35 U. S. C. A. 63), so that the remedy of a bill in 
equity remained to him who was aggrieved by the decision of the 
Commissioner of Patents, unless an appeal has been taken to the 


United States Court of Customs and Patent Appeals which is 


pending or has been decided, as in the case at bar. It is apparent 


therefore that Procter & Gamble possesses no right to maintain 
a bill in equity under R. S. 4915 as amended. 

Its contentions lie in a different direction, however, and if we cor- 
rectly apprehend its position, Procter & Gamble contends that by 
the provisions of Section 102 of Title 15 heretofore quoted the 
court possessed the power according to the course of equity to ad- 
judge and declare either of the two conflicting registrations void 
according to the interest of the parties in the trade-mark. It 
further takes the position that the decisions of the Court of Cus- 


2 Now to the Court of Customs and Patent Appeals by virtue of the 
provisions of the Act of March 2, 1929, c. 488; Sec. 2(a), 45 Stat. 1476; 
June 7, 1934, c. 426, 48 Stat. 926 (28 U. S. C. A. 309A(a)). 
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toms and Patent Appeals have no more force than those of the 
Patent Office itself. It cites Postum Cereal Co. v. California Fig- 
Nut Co., 272 U. S. 698, 698 [17 T.-M. Rep. 27], wherein the 
Supreme Court stated, 


The decision of the Court of Appeals under Section 9 of the Act of 
1905 is not a judicial judgment. It is a mere administrative decision. It 
is merely an instruction to the Commissioner of Patents by a court which 
is made part of the machinery of the Patent Office for administrative pur- 


poses. 

It cites also Parker-Kalon Corp. v. Coe, 86 F. (2d) 81 [26 
T.-M. Rep. 79], and Hygienic Products Co. v. Coe, 85 F. (2d) 264 
[26 T.-M. Rep. 600], and contends that therefore the decisions of 
the Patent Office (which includes the decision of the Court of Cus- 
toms and Patent Appeals) did not render the issue presented res 
adjudicata in the court below. 

In other words, Procter & Gamble contends that a proceeding 
under Section 98 of Title 15, though it relates to cancellation of 
registration and is in fact the Section under which Prescott pro- 
ceeded in the Patent Office, is more limited in scope than Section 
102 which relates to cancellation of registrations already issued 
and is a much broader inquiry open to equities not available in a 
proceeding under Section 93. 

Procter & Gamble contends that the opinion of the Supreme 
Court in Baldwin Co. v. Robertson, supra, at page 181, casts 
illumination upon the question before us, since in the cited case 
Mr. Chief Justice Taft stated, 


The argument is made that Section 9 should not be held to authorize the 
use of a suit in equity for all of the four cases in which appeals are provided 
to the Court of Appeals from the Commissioner and are unsuccessful, be- 
cause by Section 22 of the same Act (under which Procter & Gamble claims 
its right in the case at bar) there is a special provision for a remedy in 
equity where there are interfering registered trade-marks. It is said this 
excludes the inference that such a remedy is also provided in Section 9 on 
the principle expressio wnius exclusio alterius. An examination of Section 
22 shows that it refers to an independent suit between claimants of trade- 
marks both of which have already been registered. The Commissioner 1s 
not a party to such litigation, but is subject to the decree of the court after 
it is entered. It is just like the proceeding in Section 4918 to settle con- 
troversies between interfering patents already granted by the Patent Office. 
Section 9 of the Trade-Mark Act is wider than Section 22 in its scope. It 
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includes one who applies for registration of an unregistered trade-mark 
which interferes with one already registered. 


Procter & Gamble further points out that an examination of 
R. S. 4918 as amended by the Act of March 2, 1927, c. 273, Sec. 
12, 44 Stat. 1337 (35 U.S. C. A. 66) shows that it relates to relief 
against interfering patents and is substantially similar to the provi- 
sions of Section 22 referred to in Baldwin Co. v. Robertson, supra, 
and that it was not the intention of the Supreme Court in its opinion 
in the cited case to indicate that Section 9 of the Trade-Mark Act 
(15 U.S. C. A. 89), under which the Prescott Company proceeded 
in the Patent Office, was exclusive of the remedy prescribed by 
Section 22 simply because it is broader in its scope, including trade- 
mark interferences upon application for trade-mark as well as 
interferences between trade-marks already registered. To con- 
tinue with the argument, Procter & Gamble contends that the right 
claimed by it under Section 22 is one given by statute and cannot 
be lessened or done way with by virtue of the fact that the Prescott 
Company has proceeded pursuant to the provisions of Section 93 
in the Patent Office, and that Procter and Gamble appealed there- 
from to the Court of Customs and Patent Appeals, unless the de- 
termination of the issues by the Patent Office and the Court of 
Customs and Patent Appeals rendered the issues res adjudicata. 
That this was not the case, they assert, is fully demonstrated by 
the language of the Supreme Court in Postum Cereal Co. v. Cali- 
fornia Fig-Nut Co., supra, and the other cases referred to above. 

With their last contention we are in accord. We are of the 
opinion that the issue of the cancellation of the trade-mark 
“Chipso” was not rendered res adjudicata by the decisions of the 
tribunals of the Patent Office and the Court of Customs and Patent 
Appeals. Our difficulty in sustaining Procter & Gamble’s position 
lies elsewhere. It is entirely clear that the statute (15 U. S. C. A. 
102) under which Procter & Gamble now seeks relief is not avail- 
able to it for the purpose of conferring jurisdiction upon the Dis- 
trict Court to the end that that tribunal should reinstate the can- 
celled trade-mark upon the registry of the Commissioner of 
Patents. The language of the statute confers no such power in 
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that it simply provides that a court of equity “.... may adjudge 


” 


and declare either of the registrations void in whole or in part... . 


and provides nothing whatsoever in respect to reinstatement of 
trade-marks already cancelled. In fact in the case at bar, there 
are not now two interfering registrations since one has been can- 
celled by administrative action and it is doubtful if a court of 
equity would have jurisdiction under such circumstances within 
the purview of the statute. 

The questions of pleading therefore may be described as moot 
or at least not in point upon the real issue presented. 

In view of the foregoing (1) the first paragraph of the decree 
of the court below filed July 23, 1936, is reversed with the direc- 
tions to reinstate the bill of complaint, to grant relief in accordance 
with the prayers thereof in conformity with this opinion, (2) the 
second paragraph of the decree is affirmed. and (3) the third para- 
graph thereof is modified by striking therefrom the words 


.... Upon the ground that the decision of the United States Court of 
Customs and Patent Appeals affirming the order of the Commissioner of 
Patents that such certificate of registration be so cancelled is res ad judicata. 


Cotuins v. Metro-Gotpwyn Pictures CorroraTioN ET AL. 
25 F. Supp. 781) 


United States District Court, Southern District of New York 
November 25, 1938 


Trave-Marks—“Trst Pitor” as Boox 'Trrte—Descrirrive Term. 

The words “Test Pilot,’ used as title of a book of flying stories, 

held descriptive and hence not capable of appropriation. 
Unrar Competirion—Coryinc News I[rems. 

Plaintiff, widow of James H. Collins, author before his death of a 
series of articles narrating his flying experiences, said articles being 
subsequently published by plaintiff in book form under the title “Test 
Pilot,” brought suit against defendant for alleged copyright infringe- 
ment and unfair competition on the ground of the unauthorized use by 
the latter in a motion picture of episodes resembling those in plaintiff's 
book. Held that, the news items supporting plaintiff's claim being the 
work of writers having no accurate knowledge of the facts, were not 
entitled to any weight; and that the motion for a preliminary injunction 
should be denied. 
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Harry Weinberger, of New York City (Harold M. Wein- 
berger and Chester A. Pearlman, both of New York City, 
of counsel), for plaintiff. 

J. Robert Rubin, of New York City (David O. Decker, Samuel 
D. Cohen and Thomas J. Robinson, all of New York City, 
of counsel), for defendants. 


Coxe, D. J.: The complaint in this suit contains two separate 
causes of action; one, for copyright infringement, and the other 
for unfair competition. The subject of the suit is a copyrighted 
book, entitled “Test Pilot’; and the alleged infringing work is a 
motion picture, also entitled “Test Pilot,’ produced by the de- 
fendants. The plaintiff has moved for a preliminary injunction 
restraining the further distribution or exhibition by the defendants 
of their motion picture under the title “Test Pilot.” There is 
also a counter-motion by the defendants for a dismissal of the 
cause of action relating to copyright infringment on the ground 
that a mere comparison of the two works fails to show infringe- 
ment. 

The plaintiff is the widow of James H. Collins, a well known 
flyer and test pilot, who lost his life in an aeroplane accident at 
Farmingdale, L. I., on March 22, 1935. Prior to his death, Col- 
lins had written a number of short articles, mainly about himself 
and his flying experiences, which were published at various times 
in magazines and newspapers in the United States. These articles 
were generally known as “flying stories or air stories,” and some of 
them appeared in a newspaper column under the title “Flying 
Stories by Test Pilot Jimmy Collins.” After Collins’ death, a 
number of the articles were collected by the plaintiff, and pub- 
lished in a book entitled “Test Pilot,’ which was copyrighted on 
September 16, 1935. It is alleged in the complaint that the dif- 
ferent articles appearing in the book were also separately copy- 
righted when they were first published, and that the copyrights 
therefor have been assigned to the plaintiff. 

The defendants’ motion to dismiss will first be considered. This 


necessitates a comparison of the plaintiff's book with the de- 
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fendants’ motion picture to see whether by ordinary observation 
there is sufficient similarity to justify a charge of plagiarism. 
Dymow v. Bolton, 2 Cir., 11 F. (2d) 690; Frankel v. Irwin, D. C., 
34 F. (2d) 142; Nichols v. Universal Pictures Corp., 2 Cir., 45 F. 
(2d) 119. 

The plaintiff's book is a collection of flying stories written by 
Collins during the last few years of his life. In them, he tells 
about his boyhood and early poverty, his training in the Army 
Flying School, his work as a flying instructor, his experiences as a 
free lance pilot, and how he became the chief test pilot for an 
aeroplane company. There are vivid descriptions of many of his 
own flights; there are stories about his more spectacular test dives ; 
there are anecdotes relating to other pilots or persons whom he had 
known or heard about; and finally there is his own prophetic ac- 
count of his last test dive, concluding with the words “I am dead 
now.’ ‘The book as a whole has no theme or plot, but consists al- 
most entirely of a number of detached and unrelated incidents or 
episodes in Collins’ own life. 

The defendants’ motion picture is, on the other hand, a well 
sustained photoplay, which moves along steadily to a conclusion. 
It is built up around a central character, Jim Lane, the chief test 
pilot of the Drake Aircraft Company, who flies because he likes to 
slap “the little lady in blue’ (his symbol for the sky). Lane is 
represented as a skillful but reckless flyer, who drinks heavily and 
spends his money freely. At the start of the play, he makes a 
forced landing near Wichita, Kan., on a transcontinental flight 
from California to New York, and, while engaged in repairing his 
engine, is approached by Ann Barton, the daughter of a local 
farmer, who unexpectedly appears on the scene. Lane thereupon 
loses all further interest in his transcontinental flight, and elopes 
the next day with Ann by aeroplane, the marriage taking place 
soon afterwards at Indianapolis. Upon his return to New York, 
Lane asks Drake, the president of the Drake Company, for a 
short honeymoon, and when that is refused, an altercation occurs, 


and Lane is discharged. The discharge comes just before the 
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National Air Races are to be held at Cleveland, at which Lane is to 


fly a Drake plane. Benson, another pilot, takes his place, and 


Lane agrees to fly in the races a specially designed plane of one of 
his acquaintances. Lane wins the principal race with a purse of 
$10,000, but Benson, flying the Drake Plane, is killed. Lane 
thereupon goes to Mrs. Benson and gives her half of his prize 
money. The balance of the money quickly melts away in the cele- 
bration after the victory, which lasts five days. Lane then returns 
to Ann and shows his contrition in high resolves for the future. 
He has in the meantime been taken back into the employ of the 
Drake Company, and proceeds to justify Ann’s confidence by start- 
ing to lead a sober and industrious life. He first performs a difh- 
cult dive test of a pursuit plane, in which the wings twist off, and 
he saves himself with his parachute. This is followed by an alti- 
tude test of a bombing plane, in which the plane crashes, and 
Gunner, Lane’s mechanic, is killed. Lane is then induced to give 
up his hazardous occupation as a test pilot, and is shown in the 
last scene happily married, with an infant son, and back in the 
army “‘just where he started.” 

The plaintiff insists that the two works are similar, not only in 
the characters portrayed but in many of the major incidents. It 
is first asserted that both have as characters a chief test pilot, a 
mechanic, the head of an aeroplane company, an official observer, 
a speed flyer who is killed in an air race, and other minor figures. 
These are, I think, all perfectly natural to any aeroplane story, and 
cannot be made the basis of a charge of plagiarism. It is next 
said that Lane, the central character in the picture, is the counter- 
part of Collins as described in the book. This comparison will, 
however, hardly bear analysis. Lane is shown in the picture as a 
flyer who flies for the pure love of flying; in the beginning, he is a 
heavy drinker and reckless spender, and then after his marriage 
he develops into a sober and careful provider. Collins, on the 
other hand, flies because it satisfies his craving for adventure; he is 


never a hard drinker, and there is nothing to suggest that he was at 
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any time improvident. The two are alike only in that each is a 
skillful and daring pilot engaged in perilous work. 

The plaintiff lists four major incidents of the picture, which, 
she says, were lifted from the book. The first of these is Lane’s 
transcontinental flight, which was broken at Wichita, Kan. Collins 
also describes a transcontinental flight, in which he stops at 
Wichita for refueling. There is, however, nothing significant in 
the fact that both works mention a transcontinental flight; such 
flights are often attempted, and Wichita is a well known stopping 
place for transcontinental flying. The second major incident as- 
serted by the plaintiff is the test dive made by Lane, in which the 
wings twist off and he saves himself with his parachute. Collins 
had a similar experience, and it is insisted that this indicates copy- 
ing. The very purpose though of a wing test is to prove the sound- 
ness of the wings, and I can see nothing unusual in having the 
wings come off during such a test. The plaintiff's third major 
incident is the air race at Cleveland, in which Benson, flying a 
Drake plane, is killed. Collins, in one of his articles, tells about 
testing a plane for one of his friends named Devereaux, and then 
learning afterwards that Devereaux and his wife had been killed 
in the plane which he had tested. I find no similarity in these 
incidents. The fourth major incident asserted by the plaintiff is 
the altitude test at the end of the picture, in which Gunner, the 
mechanic, is killed. It is said that this is taken from Collins’ 
description of his last dive, in which he lost his life. I can see 
nothing in common between these two incidents other than the 
fact that each resulted in a fatal accident. 

I am satisfied from this comparison of the two works that there 
is nothing in the motion picture which was taken from the plain- 
tiff’s book. Concededly, the dialogue is different, and I think that 


any superficial similarities which may exist are mere coincidences 


and entirely natural to aeroplane stories of the kind in question. 
It is also apparent from the very nature of Collins’ articles that 
they are largely a recitation of actual facts; and facts in them- 


selves are not protected by copyright. Davies v. Bowes, D. C., 
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209 Fed. 53, affirmed 2 Cir., 219 Fed. 178; International News 
Service v. Associated Press, 248 U. S. 215, 234, 39 S. Ct. 68, 63 
L. Ed. 211, 2 A. L. R. 293 [9 T.-M. Rep. 15]. I think, there- 
fore, that the defendants’ motion to dismiss the first cause of ac- 
tion should be granted. 

The plaintiff's motion for a preliminary injunction remains 
for consideration. It is conceded that the title “Test Pilot” ap- 
pearing on the book is not protected under the copyright laws. 
It is contended, however, that the words themselves have become 
so identified in the public mind with Collins’ writings as to mean 
only the plaintiff's book, and that their use by the defendants 
amounts to unfair competition. 

The Collins book was first published in September, 1935, and 
although it is alleged that it “received tremendous publicity,” I 
am satisfied from the affidavits that the total sales could not have 
exceeded 10,000 copies. I do not think, either, that the plaintiff 
is helped by the earlier publication of the separate articles, for 


they appeared under varying titles, and it was not until the book 


was published that the collected articles were, as a group, given 
the title “Test Pilot.” 


Prior to the publication of the book in September, 1935, there 


were other aeroplane stories with the title “Test Pilot,’ all of 
which received considerable publicity. In 1926, Doubleday, Page 
& Co. published a book by Thomson Burtis entitled “Russ Farrell, 
Test Pilot,’ containing about 60,000 words. This was a fictional 
story of a test pilot, and the sales appear to have exceeded 10,000 
copies. There was also a story called “Test Pilot” in the Atlantic 
Monthly in the issue of December, 1932, with a circulation of 
100,000 copies. Then there was a short story, also entitled “Test 
Pilot,’ in the May, 1934 issue of a magazine, Blue Book, which 
had a circulation of over 100,000 copies. 

The defendants on January 14, 1933, made public announce- 
ment in the Hollywood Reporter of a projected motion picture 
entitled “Test Pilot’? based on the Thomson Burtis book above 


referred to. The actual production was, however, delayed, and 
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in the meantime the defendants purchased an unpublished story, 
entitled “Wings of Tomorrow,” written by Lieutenant Commander 
Frank Wead, which was later adapted for filming by Vincent 
Lawrence and Waldemar Young, and ultimately became the motion 
picture now charged with infringement. 

The defendants’ picture was released for general exhibition in 
April, 1938. It had previously been publicly announced as based 
entirely on the Wead story, and since its appearance it has been ex- 
tensively advertised, not only in the public press but in a vast num- 
ber of picture houses in the United States, under the Wead author- 
ship. In the face of this showing, I do not think that the three 
fragmentary news items, discovered by the plaintiff, stating that 
the picture was based on the Collins book, are entitled to any 
weight. These news items were obviously the work of news writers 
having no accurate knowledge of the facts, and they have been com- 
pletely disclaimed by the defendants. 

The words “Test Pilot” are merely descriptive; they can no 
more be appropriated than can other purely descriptive terms. 
Cooke & Cobb Co. v. Miller, 169 N. Y. 475, 62 N. E. 582; Barrett 
Chemical Co. v. Stern, 176 N. Y. 27, 68 N. E. 65; Kellogg Co. v. 
National Biscuit Co., 59 S. Ct. 109, 83 L. Ed. — [29 T.-M. Rep. 1], 
decided by the Supreme Court, November 14, 1938. I do not think, 
either, that the title has acquired a secondary meaning. Kellogg Co. 
v. National Biscuit Co., supra. The sales of the plaintiff's book 
were clearly insufficient to accomplish that result; Manners v. T'ri- 
angle Film Co., 2 Cir., 247 Fed. 301 [8 T.-M. Rep. 180]; and the 
three prior uses of the title shown by the defendants can hardly be 
reconciled with any idea of a secondary meaning. International 
Film Service v. Associated Producers, D. C., 273 Fed. 585. I think, 
therefore, that the motion for a preliminary injunction should be 
denied. 

The motion of the defendants to dismiss the first cause of action 
is granted; and the motion of the plaintiff for a preliminary injunc- 
tion is denied. 
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Utititry MANnuFracturine Co., INc. v. Etain LAsporatorigs ET AL. 


United States District Court, Southern District of New York 


January 24, 1939 


Unrainr CoMPETITION—PLEADING AND PRACTICE. 
The complaint having been amended, but no copy of amended com- 
plaint having been served on defendant, motion to set aside summons 


was granted, notwithstanding that summons and original complaint may 
have been filed. 


In equity. On motion to set aside service of summons. Motion 
. 
granted. 


Henry Price, of New York City, for plaintiff. 
James R. McKnight and Louis M. Block, both of New York 
City, for defendants. 


Hursert, D. J.: The complaint in this case was filed Novem- 
ber 19, 1988, against six defendants. By order dated December 9, 
1988, three additional defendants were added in the caption, but the 
action has since been discontinued or dismissed as to all defendants 
except S. S. Kresge Co., upon whom process of service is alleged to 
have been made on November 25, 1938, at 370 Lexington Avenue, 
New York, N. Y., by delivering copy of the summons and complaint 
to and leaving same with E. A. Akehurst as “Managing Agent of 
said Company.” 

The complaint alleges: 

The jurisdiction of the court is founded upon diversity of citizenship, 
plaintiff being a citizen of New York and the defendants being citizens of 
Illinois and Michigan, and the amount in controversy exceeds $3,000, exclu- 
sive of interests and costs and the jurisdiction also arises under the Trade- 
Mark Laws by reason of the infringement by defendants of a Registered 
Trade-Mark of Plaintiff No. 300417, issued January 17, 1933. 

By an ea parte order dated December 22, 1938, the following 
lines 

The jurisdiction also arises under the Trade-Mark Laws by reason of 
the infringement by defendants of a Registered Trade-Mark of Plaintiff 
No. 300417, issued January 17, 1933. 
were stricken out pursuant to an ex parte application made by the 


plaintiff under Rule 15(a) (c), issue not yet having been joined. 
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Meanwhile, S. S. Kresge appeared specially for the purpose of 
objecting.to the jurisdiction of the court and moving that the return 
of service be vacated and the complaint dismissed for want of juris- 
diction. Such a motion was made and the notice thereof also asks 
that the order dated December 22, 1938, be vacated. 

It does not appear that a copy of the complaint, as amended, has 
ever been served upon the defendant Kresge. 

The plaintiff is a New York corporation, has a place of business 
within this district and alleges that it is the owner of United States 
Registered Tradt-Mark No. 300,417, and that for many years it has 
used said trade-mark “Falcon” displayed in a certain distinctive and 
unique fashion in connection with cameras which it has widely ad- 
vertised, placed upon the market and sold through retail stores in 
the United States at $3.95 each. 

The plaintiff further alleges that one Schiff, originally named 
as a defendant, utilizing some sixteen specified corporations, has 
practiced “the acts of unfair competition and the acts of infringe- 
ment hereinafter more fully referred to” and “within the last several 
months put out upon the market cameras simulating and imitating 
the distinctive style, shape, dress and appearance of plaintiff's 
‘Falcon’ camera,’ using however, the alleged trade-names “Elgin,” 
“Regal” and “Adams.” 

The only allegation implicating the defendant, Kresge, is that it 
is one of the concerns which “has purchased or are selling or are 
about to sell the imitation camera” at a cut price of $1.95 each, to 
plaintiff's damage in excess of $100,000, and plaintiff prays for a 
temporary restraining order and permanent injunction against these 
unfair competitive acts and from continuing their acts of infringe- 
ment and for an accounting. 


Defendant, Kresge, is a Michigan corporation. There is nothing 
in the record to show that it has committed the infringing acts within 
this district, or what connection, if any, Akehurst has with the com- 
pany, except the statement set forth in the affidavit of service of the 
summons and complaint that he is the “Managing Agent” of the 
defendant. (Title 28 U. S. C. A. Sec. 109.) 





UTILITY MANUFACTURING CO. V. ELGIN LABORATORIES 135 


There is attached to the brief of plaintiff's counsel on this mo- 
tion, a photostatic copy of a letter purporting to have emanated 
from the office of the Secretary of State of the State of New York, 
dated January 16, 1939, stating that the defendant received 
authority to do business in this State May 5, 1916, together with a 
page from the current classified local directory in which appears 
the name: 

“Kresge, S. S. Co., District offices, 370 Lexington Ave.” And a 
telephone number at that address, and four other locations of Kresge 
5 and 10 cent stores, and the telephone listing of each. 

Section 210 of the General Corporation Law of New York 
provides that, in order to obtain a certificate authorizing it to do 
business in the State of New York, a foreign corporation shall 
present to the Secretary of State, a statement and designation duly 
executed and acknowledged, setting forth where its office within this 
State is to be located, the business which it proposes to do within this 
State, and a designation of the Secretary of State as its agent upon 
whom all process in any action or proceeding against it may be 
served within this State. 

Rule 4, sub. (b) (3) Federal Rules of Civil Practice, provides: 

Service shall be made upon a foreign corporation by delivering a copy 
of the summons and complaint to an officer, a managing or. general agent, 
or to any other agent authorized by appointment or by law to receive service 
of process. 

Aside from the fact that the plaintiff’s pleading does not appear 
to me to set forth facts sufficient to constitute a cause of action, if 
the service of the summons is legal, would the defendant answer the 
complaint in accordance with the copy served upon Akehurst, or the 
complaint as amended by the order of December 22, 1938. 

Rule 4(d) F. R. C. P. requires that the summons and complaint 
shall be served together. 

Rule 5(a) F. R. C. P. provides that every pleading subsequent 
to the original complaint, unless the court otherwise orders because 


of numerous defendants, shall be served upon each of the parties 


affected thereby, but no service need bé made on parties in default 


for failure to appear, except that pleadings asserting new or addi- 
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tional claims for relief against them shall be served upon them in 
the manner provided for service of summons in Rule 4. 

At the time the complaint was amended the defendant was not in 
default. It has never been served with the Amended Complaint 
and certainly the purpose of the amendment was to assert a new 
claim for relief because it sought to make the defendant amenable 
to process in this district instead of the district in Michigan where 
it has its principal place of business. 

The motion to set aside the summons must be granted. Settle 
order on two days’ notice. 


Provuty v. NatTioNaL Broapcastinc Company, INc. 
United States District Court, District of Massachusetts 


January 9, 1939 


Unrarr Compemition—BroapcastinG INrerton ADAPTATION OF NOVEL— 
ABSENCE oF CompEeTITION—Morti1on to Dismiss. 

The absence of competition between plaintiff and defendant is not 
necessarily fatal to plaintiff’s claim; and, where defendant without con- 
sent of complainant, put on radio broadcasts of episodes taken from the 
latter’s novel, “Stella Dallas,” said episodes not being accurate por- 
trayals of the said novel, but inferior and inartistic reproductions, it may 
well be that relief would be afforded by applying the principles of equity ; 
and the motion to dismiss was denied. 


In equity. On defendant’s motion to dismiss bill of complaint 


an action for unfair competition in broadcasting literary material. 
Motion denied. 


Nutter, McLennen & Fish, Edward F. McLennen, and Charles 
B. Newhall, all of Boston, Mass., for plaintiff. 

Gaston, Snow & Hunt, Rice §& Boyd and Thomas Hunt, all of 
Boston, Mass., for defendant. 


Brewster, D. J.: This bill of complaint was filed September 17, 
1988. Plaintiff concedes that it is a civil action and not an infringe- 
ment suit brought under 17 U.S. C. A. Section 25, and is, therefore, 
governed by the new Federal Rules of Civil Procedure. 
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Defendant has moved to dismiss, under Rule 12(b) (6), for 
failure to state a claim upon which relief can be granted. 

The question now presented, therefore, is whether the allega- 
tions of the complaint, if proved, would entitle the plaintiff to relief 
without the aid of Section 25 of the Copyright Law. 

Plaintiff has obviously endeavored to follow Rule 8(e) in stating 
her claim, and it is not easy to summarize in a few words the alle- 
gations of the bill. 


After alleging jurisdictional prerequisites, she says that she is 


the author and present owner of original novel entitled “Stella 
Dallas” and of copyright of both work and title thereto; that the 
novel is in uniform text known to the defendant. 

In the third paragraph of her complaint she alleges facts which 
tend to show that the novel, as a work of art, has a present and 
potential value, adding that she has in contemplation thé writing of 
a sequel in which the character “Stella Dallas” will feature. 


In the fourth paragraph, the alleged wrong of the defendant is 
set forth as follows: 


The respondent, in return for money compensation and in violation of 
the rights of the complainant and without the approval or consent of the 
complainant, is engaged in broadcasting throughout the United States and 
Canada and to reception throughout the world to skits as episodes in the 
life of the Stella Dallas in the character portrayed in said novel under that 
name and title. These are a degradation in artistic quality and harmonious 
consistency from the said novel or from any play based thereon. They are 
not an adaptation, change, addition, subtraction, use or treatment of said 
novel or of any play based thereon. They are improvisations of a person or 
persons unknown to the complainant. They are of inferior artistic and 
commercial quality. In this way, the respondent is misappropriating the title 
“Stella Dallas” and the complainant’s rights therein and to the imagina- 
tively created personality Stella Dallas and to the complainant’s established 
good-will developed by the complainant’s successful authorship, to matter 
of such inferior grade as to imperil the further sale of said novel and of 
any sequel thereto, and the reputation of the complainant as the well known 
author of Stella Dallas and thereby to imperil the further sale of other 
works which the complainant has written and is writing, whose future sale 
is dependent on the continued maintenance of the high reputation as an 
author which the complainant now has. 


The plaintiff also by inference has incorporated the text of 
broadcasts made by the defendant since November 1, 1937. A de- 


mand to discontinue the broadcasts and a refusal are also alleged. 
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If it should appear that in these broadcasts the defendant has 
appropriated, without plaintiff's consent, plot and principal charac- 
ters of novel, and that use being made of her literary production was 
such as to injure reputation of the work and of author, and to amount 
to a deception upon the public, it may well be that relief would be 
afforded by applying well-recognized principles of equity which 
have been developed in the field known as “unfair competition.”’ 

It may be true, as the defendant contends, that on the pleadings 
it must be found that there is no competition between the plaintiff, 
as a writer of novels, and the defendant as a broadcasting station. 
The absence of the element of competition, however, is not neces- 
sarily fatal to the plaintiff's claim. 

Wall v. Rolls-Royce of America, Inc., 4 F. (2d) 333 [15 T.-M. 
Rep. 239]; Yale Electric Corp. v. Robertson, Com’r of Patents, 26 
F. (2d) 972 [18 T.-M. Rep. 321]; Alfred Dunhill of London, Inc. 
v. Dunhill Shirt Shop, Inc., 3 F. Supp. 487; Vogue Co. v. Thomp- 
son-Hudson Co., 300 Fed. 509 [13 T.-M. Rep. 349]. 

In Vogue v. Thompson-Hudson Co., supra, the court observed 
that unfair competition is only a “convenient name for the 
doctrine that no one should be allowed to sell his goods as those 
of another ... . there is no fetish in the word ‘competition.’ 


The invocation of equity rests more vitally upon the unfairness.” 


It is the injury to the author and a fraud upon the reading public 


that constitute the real offense alleged. Until there has been a 
hearing upon the merits, when the court will have before it the text 
of the broadcasts, it is impossible to determine whether plaintiff is 
entitled to relief for which she has prayed. 

The motion to dismiss, therefore, is denied without prejudice 


to any defense that may be set up in answer to the merits. 
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Pavia A. M. Breese v. Tampax Sates CorPoRATION 
United States Court of Customs and Patent Appeals 
Cancellation No. 2972 


February 6, 1939 


‘Trape-Marks—INTERFERENCE—TEsTIMONY. 

Testimony in a prior interference may not, in the absence of a proper 

motion, be introduced in a subsequent interference. 
‘Trape-MarKks—CaNnceLLaTion—“Tampax” anpd “Tampap”—EvIDENCE. 

In a proceeding to cancel the registration of appellant's mark 
“Tampad,”’ used on catamenial bandages, inasmuch as there was no 
evidence introduced that appellee acquired title to its “Tampax” mark 
by assignment from its predecessors, appellant was awarded priority 
and the Commissioner’s decision directing cancellation of appellant’s 
registration was reversed. 


Appeal from a decision of the Commissioner of Patents uphold- 


ing a petition for cancellation. Reversed. For the Commissioner's 
decisions, see 28 T.-M. Rep. 54. 


Frederick Griswold, Jr., of New York City, for appellant. 

Clarence M. Fisher, of Washington, D. C., George E. Middleton 
and Ambrose A. Arnold, both of New York City, for ap- 
pellee. 


Lenroot, J.: This is a trade-mark cancellation proceeding, un- 
der the Trade-Mark Act of February 20, 1905, in which the Com- 


missioner at Patents reversed a decision of the Examiner of Trade- 
Mark Interferences which dismissed appellee's petition for the can- 
cellation of the registration of appellant’s trade-mark “Tampad,” 
registration No. 327,833, for absorbent catamenial tampons. The 
Commissioner held that appellee was the owner and prior user of 
the mark “Tampax,” applied to similar goods, and that appellant’s 
registration should be cancelled. 

On September 3, 1935, the registration aforesaid was issued to 
appellant. On November 8, 1935, appellee filed its petition for the 
cancellation of appellant’s said registration, alleging that it was the 
owner and user of the trade-mark “Tampax” and was the owner of 


registration No. 294,959, issued June 14, 1932, for the word ““Tam- 
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pax”; that said mark was registered for goods of the same descrip- 


tive properties as the goods upon which appellant applied her mark 


“é 


Tampad,” and that petitioner and its predecessors in business had 
been using said trade-mark continuously since December 1, 1931; 
that the marks of the parties are confusingly similar, and that the 
petitioner deemed itself injured by said registration of appellant. 

In her answer appellant denied that appellee was the owner of 
said registration No. 294,959; denied that appellee had made a 
trade-mark use of the mark “Tampax,” and denied that appellee had 
been injured by the mark of appellant. 

Both parties took testimony. It appears that appellant was a 
resident of and did business in the State of New York, while appel- 
lee’s place of business was Denver, Colo. 

Depositions on behalf of appellee were taken at Denver on 
April 20, 1936; at the taking of said depositions appellant was not 
represented. 

Among such depositions are those of L. B. Davis and Annabelle 
L. Desmond. 

Mr. Davis’ testimony given directly in this proceeding is short 
and reads as follows: 

Q. 1. Will you please give your name, age, residence, and occupation? 

A. 1. L. Bernard Davis, age forty, address 308 Continental Oil Building, 
Denver, Colorado, attorney and secretary-treasurer of Tampax Sales Cor- 
poration. 

Q. 2. Are you the L. Bernard Davis that testified in Opposition 15048, 
Tampax Sales Corporation v. The Absorbent Cotton Company of America, 
on January 30, 1936? 

A. 2. I am. 

Q. 3. I show you Applicant’s Exhibit A, a copy of the testimony taken 
in that case, and ask you to read it. Is that your testimony? 

A. 3. Jt:is. 

Q. 4. And is it still your testimony on the matters testified to? 

A. 4 It is. 

Q. 5. I show you the exhibits 1 to 3, inclusive, which are introduced in 
Opposition 15043, Tampax Sales Corporation v. The Absorbent Cotton Com- 
pany of America. Are those the exhibits which you identified and testified 


to in your testimony in that case? 
A. 5. They are. 
Mr. Garsreatu: I introduce the exhibits testified to by the witness 


and ask that they be designated by the exhibit numbers as given them in 
Opposition 15043. 
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(The exhibits presented were marked for identification “Opposer's 
Exhibits 1 to 3” inclusive, according to the markings given them in 
former Opposition 15048, and are enclosed under separate cover and 
made a part hereof.) 


Direct Examination Closed. No Cross Examination. 


The following appears in the testimony of Annabelle L. Des- 
mond: 


Q. 2. Are you the Annabelle L. Desmond that testified in Opposition 
15043, Tampax Sales Corporation v. The Absorbent Cotton Company of 
America, on January 30, 1936? 

A. 2. Yes, I am. 

Q. 3. I show you a copy of the testimony taken in that case and ask you 
to read it. Is that your testimony? 

As S> Yeu 1€ te: 

Q. 4. And is it still your testimony on the matter testified to? 

A. 4 Yes, it is. 

Mr. Gasreatu: I introduce a copy of the testimony taken in Oppo- 
sition 15043, Tampax Sales Corporation v. The Absorbent Cotton Com- 
pany of America, and ask that it be marked “Applicant’s Exhibit A.” 

(The document presented was marked for identification “Applicant's 
Exhibit A” and is attached to this deposition and made a part hereof.) 


In the testimony of Davis found in Exhibit A, offered in evidence 
by appellee, is the following: 


Q. 3. How long have you been connected with the Tampax Sales Cor- 
poration? 
A. 3. Since it was incorporated on January 2, 1934, 
Q. 4. In what business is the Tampax Sales Corporation engaged? 
A. 4. In the manufacturing, distribution, and selling of a catamenial 
device known under the trade-name of “Tampax.” 
* * * 


Q. 17. How and when did the Tampax Sales Corporation acquire the 
patents and the trade-mark to the product? 

A. 17. It acquired the trade-mark from a corporation known as Tampax, 
Inc. by assignment of the mark, together with the good-will in connection 
therewith, and said assignment was recorded in the Patent Office on Novem- 
ber 24, 1934, in Liber M-161, page 440. The patents were assigned by Dr. 
E. C. Haas, patentee, to the Tampax Sales Corporation on or about July 
15, 1935. Prior to that date Tampax Sales Corporation operated under a 
license agreement from the said E. C. Haas. 

Q. 18. At the time that you acquired the patent control and trade-mark 
from your predécessors was the product on the market? 

A. 18. It was. 

Q. 19. Under what name? 

A. 19. Tampax. + oz 


Q. 22. At the time of acquiring the trade-mark and patent rights, did 
the Tampax Sales Corporation also receive an assignment of the good-will 
of Tampax, Inc.? 

A. 22. It did. 
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Q. 23. Is it a fact, Mr. Davis, that the product “Tampax” and the trade- 
mark “Tampax” were in actual use upon the market prior to the time of 
incorporation of the Tampax Sales Corporation? 

A. 23. Yes. 

Q. 24. And is it a fact that the Tampax Sales Corporation acquired the 
complete assignment of the trade-mark, patent rights, and good-will of their 
predecessors, Tampax, Inc.? 

A. 24. Yes. 


The testimony of the witness Annabelle L. Desmond, contained 


in said Exhibit A, is not material to any question here involved, 


inasmuch as it relates only to the use of the mark “Tampax” by 
appellee since 1934. 

Together with said Exhibit A, eighteen documentary exhibits 
were introduced in evidence in the instant proceedings, but said ex- 
hibits were identified only in said Exhibit A. 

The certificate of a notary public found in the record states that 
a copy of the testimony taken by depositions as aforesaid was mailed 
to appellant’s attorneys in New York City on May 6, 1936. 

On May 20, 1936, appellant’s counsel filed in the Patent Office 
a motion to suppress said Exhibit A and Exhibits 1 to 18, said 
motion reading as follows: 


Now comes the party Breese, by her Attorney Frederick Griswold, Jr., 
and moves to suppress and strike from the record the following exhibits of 
the petitioner, Tampax Sales Corporation: 

Exhibit A 
Exhibits 1 to 18 

As grounds for the motion, it is respectfully submitted that the exhibits 
are incompetent; were introduced in evidence contrary to the rules; that 
these exhibits constitute an alleged transcript and exhibits of an alleged 
opposition proceeding in which the registrant herein, Paula A. M. Breese, 
was not a party and was not used to discredit the testimony of witnesses 
in this proceeding. 

And it is further moved that this motion be heard at final Hearing. 


In response to this motion we find the following in the record: 


The motion filed May 20, 1936, by the registrant, to strike from the 

record certain exhibits filed by the petitioner, is noted by the Examiner. 
In so far as this motion relates to “rules” it is indefinite in that these 
rules are not identified. Regardless of this indefiniteness, further con- 
sideration of the motion is postponed to final hearing. It may be stated, 
however, that at final hearing any testimony taken in behalf of the peti- 
tioner, in which the present registrant and respondent is not a party, will 
not be competent upon which to base a judgment adverse to the registrant. 

EXAMINER OF INTERFERENCES, 
Room 3088. 
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The taking of testimony on behalf of appellant was not begun 
until June 16, 1936, from which we infer that, at the time of appel- 
lant’s motion to suppress the evidence taken in another proceeding, 
the time for taking testimony on behalf of appellee had not expired. 
The record does not show the time limits for taking testimony by the 
parties, but no doubt appellee could have obtained leave for re- 
taking the depositions of said witnesses Davis and Desmond upon 
application therefor. 

It is clear to us that appellant’s motion to suppress should be 
treated as a motion to suppress the entire deposition of the witness 
Davis, for if Exhibit A be eliminated therefrom there is nothing 
in his testimony that is relevant to the issues in the case. 

The Examiner of Trade-Mark Interferences did not directly 
pass upon said motion of appellant, but he apparently considered 
the testimony in said Exhibit A, and upon all the testimony in the 
case concluded that appellant was the prior user of the mark ‘““Tam- 
pad,” and dismissed appellee’s application for cancellation. 


We would observe at this point that it is clear that the marks of 


the parties are applied to goods of the same descriptive properties, 


and that the marks are confusingly similar. 


Upon appeal the Commissioner, through his first assistant, 
hereinafter referred to as the Commissioner, reversed the decision 
of the Examiner of Interferences, as hereinbefore stated. In his 


decision the Commissioner stated: 


The Examiner of Trade-Mark Interferences properly found that cer- 
tain testimony taken in another opposition and offered as Exhibit A for 
Tampax Sales Corporation should not be here considered, and he also held 
that a certificate relating to the “Tampax” registration merely annexed to 
the record was not the best evidence and that the certificate of registration 
should have been properly introduced. The Examiner further found that 
the respondent, Breese, appellee here, was the first to enter the field of 
business and preceded the petitioner, Tampax Sales Corporation, both as 
to adoption and use of the mark in trade. 

Examination of the proceedings and testimony convinces me that the 
appellant has at least made a prima facie showing by the uncontradicted 
testimony of the witness Davis (Tampax Record pages 25-26) that the 
Tampax Sales Corporation acquired its trade-mark rights, together with 
the good-will in connection therewith, from Tampax, Inc., and it cites a 
Patent Office record of an assignment. The assignment is not produced, 
but on the other hand this witness’s testimony was in the presence of the 
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attorney for Breese and there was no cross-examination, nor was any testi- 
mony produced to contradict his statement. 

The testimony of Davis referred to in the above quotation is his 
testimony in said Exhibit A. 

The Commissioner further held that, although the registration 
by Tampax, Inc. of the mark “Tampax,” No. 294,959, was not 
formally introduced in evidence, a copy thereof was produced be- 
fore the Examiner of Trade-Mark Interferences, and that judicial 
notice, under the circumstances, would be taken of said registration, 
and that, by virtue of said registration and the testimony of Davis 
in Exhibit A, appellee was entitled to the filing date of the applica- 
tion for said registration No. 294,959, which was February 5, 1982, 
for the first use of the trade-mark “Tampax,” and that appellant 
had not established a trade-mark use of the mark ““Tampad” prior 
to that date. He therefore reversed the decision of the Examiner 
of Trade-Mark Interferences and granted appellee’s application 
for cancellation. 


Thereafter, appellant filed a petition for reconsideration of said 


decision. In his decision upon said petition the Assistant Com- 
missioner modified his former decision, stating as follows: 


.... It may be noted that the decision does refer to the testimony of 
the witness Davis and later it makes the observation that testimony adduced 
in another interference might properly be disregarded. The decision is 
amplified in this particular to the following extent: 

It is noted that in the printed record, pages 4 and 5, appears the testi- 
mony of the witness Davis called in this cancellation proceeding and who 
was aSked to read the testimony in Exhibit A taken in an opposition pro- 
ceeding No. 15,043 and introduced in this proceeding “As Applicant’s Ex- 
hibit A,” and that the witness said it was still his testimony “on the matters 
testified to.” 

It appears that no counsel was present on behalf of the party Breese. 
However, Breese could have been represented and could have cross- 
examined on this testimony. It may therefore, be properly considered. 


He further stated: 


As further evidence on the point of the Tampax Sales Corporation being 
successor to the registrant of the word “Tampax,” namely, Tampax, Inc., 
the witness Holmes testifies (Rec. page 14) that the license agreements 
which included the trade-mark and good-will of the business were released 
to the Tampax Sales Corporation. This is further corroborated by the same 
witness on page 16 of the printed record. This is testimony taken in this 
cancellation proceeding. 
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We will first consider*-whether the Commissioner erred in giving 
any effect to the testimony of Davis contained in said Exhibit A. 

Appellee contends that, inasmuch as no objection was made by 
appellant at the time the testimony of Davis was taken, any irregu- 
larity in the taking of the deposition or as to the competency of 
Exhibit A was waived by her. In support of this contention appel- 
lee’s counsel cites the case of Doane v. Glenn, 21 Wall. 38, wherein 
it is stated: 


None of the objections to the reading of the deposition go to the tes- 
timony of the witness. All of them relate to defects and irregularities 
which might have been obviated by retaking the deposition. It does not 
appear that any notice beforehand was given to the counsel of the plain- 
tiffs that they would be made. In such cases the objection must be noted 
when the deposition is taken, or be presented by a motion to suppress before 
the trial is begun. The party taking the deposition is entitled to have the 
question of its admissibility settled in advance. Good faith and due 
diligence are required on both sides. When such objections, under the cir- 
cumstances of this case, are withheld until the trial is in progress, they must 
be regarded as waived, and the deposition should be admitted in evidence. 
This is demanded by the interests of justice. It is necessary to prevent 
surprise and the sacrifice of substantial rights. It subjects the other party 
to no hardship. All that is exacted of him is proper frankness. 

The settled rule of this court is in accordance with these views. 


It will be noted that the court there stated that “the objection 
must be noted when the deposition is taken, or be presented by a 


motion to suppress before the trial is begun.’’ Such a motion was 


seasonably made in the case at bar before appellant took any tes- 


timony, and therefore the cited case does not support appellee's 
contention; on the contrary, said case supports the contention of ap- 
pellant that her motion to suppress should have been granted. 

Appellee also cites the case of J. M. Bradford Grocery Co. v. 
Haynie, 261 Fed. 349, wherein it was stated: 


It is assigned as error that the court, over objection, admitted in 
evidence testimony given by one of the bankrupts at a meeting of creditors. 
Representatives of the defendant were present at the meeting. The ad- 
mission of the testimony formerly given by the bankrupt followed the mak- 
ing by him, in the course of his examination as a witness in the trial, of a 
statement to the effect that the report of his testimony given at the meeting 
of creditors was correct, and that he confirmed that testimony as being the 
truth. The witness, by adopting his formerly given testimony, made it a 
part of the testimony given by him in the trial. So far as appears, this was 
done without objection. The result of the court’s action, which is com- 
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plained of, was not to admit in evidence testimony not deposed to in the 
trial. That ruling was not erroneous. 


It will be observed that the opening statement in the quotation 
refers to the action of the court in admitting, “over objection,” 


testimony given by one of the bankrupts at a meeting of the credi- 


tors. Inthe latter part of the quotation, on the other hand, referring 


to the adoption by the witness of his testimony previously given, it 
is stated that “this was done without objection.” From this last 
statement it would appear that the objection spoken of in the first 
sentence was not based upon the ground that it was improper for 
the witness so to adopt prior testimony. In view of this, it is not 
clear how such case supports appellee’s contention here. 

Furthermore, in the case at bar there was a clear violation of 
the rules of the Patent Office in the taking of the depositions of said 
Davis and Desmond. Rule 60 of the rules of the Patent Office, 
relating to registration of trade-marks, reads as follows: 


60. The proceedings, on oppositions, and on applications for cancella- 
tion, shall follow, as nearly as practicable, the practice in interferences be- 
tween applications for patents. Pleadings and procedure with respect 
thereto shall be governed by the rules in equity suits in the United States 
courts. 


Rule 156 of the rules of practice in the United States Patent 
Office, relating to testimony in patent interferences, reads as follows: 


156. The testimony will be taken in answer to interrogatories, with the 
questions and answers committed to writing in their regular order by the 
officer, or by some person not interested in the case either as a party thereto 
or as attorney. With the written consent of all parties present the testi- 
mony may be taken down stenographically and transcribed. The testimony 
shall be taken down by the officer or in his presence, except when his presence 
is waived on the record by agreement of the parties. 

* * * 


In the absence of all opposing parties and their counsel, testimony may 
be taken in longhand, typewriting, or stenographically. 


Rule 157 provides that, upon motion duly made and granted, 
testimony taken in any interference proceeding may be used in any 
subsequent interference proceeding, so far as relevant and material, 
subject to the right of any contesting party to recall the witnesses 
whose depositions have been taken. 

It is conceded that no such motion was made in the case at bar. 


That testimony in a prior interference may not, in the absence of 
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such a motion, be introduced in a subsequent interference was held 
in Noxon v. Potts, 25 C. C. P. A. (Patents) 859, 94 F. (2d) 388. 

It is our opinion that the attempt to incorporate in the instant 
case the testimony of Davis given in another case was clearly a 
violation of the rules of the Patent Office. While such a violation 
might have been waived by appellant, it clearly was not waived be- 
cause a motion to suppress the deposition was promptly made. 

It is clear that rule 156, supra, requires testimony by deposition 
to be taken de novo before the examining officer, and this is confirmed 
by the fact that a separate rule, 157, provides specific and different 
procedure whereby testimony given in a prior interference may be 
incorporated into the record of a later case. 

That a motion to suppress a deposition improperly taken, if 
seasonably made, is equivalent to objections thereto if made at the 
time of taking the deposition, is held in the following cases: York 
Company v. Central Railroad, 70 U. S. 107; Howard v. Stillwell 
and Bierce Manufacturing Company, 139 U. S. 199; Insurance Com- 
pany of North America v. Guardiola, 129 U. S. 642. 

In the case last cited it is suggested that objections to docu- 
ments or memoranda embodied in or annexed to depositions might 
perhaps be more properly made by motion to suppress them before 
the trial. 


It is our opinion that appellant’s motion to suppress the deposi- 


tions of Davis and Desmond should have been granted, and that the 
Commissioner was right in his first decision that they should be 
disregarded. 

This holding may seem technical for the reason that the wit- 
nesses Davis and Desmond could, and probably would, have given 
the same testimony in the case at bar as was given by them in the 
case which embraced Exhibit A; but appellant had a right to expect 
that these depositions would be taken in accordance with well estab- 
lished principles of law and the rules of the Patent Office, and when 
her counsel discovered that the depositions had not been so taken, 
they had the right to object to them by promptly moving for their 


suppression, which they did. We must presume that appellee could 
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have corrected the irregularity in the taking of said depositions, but 
it failed to do so. 

We therefore proceed to the consideration of the evidence in 
the case, disregarding the depositions of Davis and Desmond. 

Appellant, in her answer, challenged the allegation of appellee 
in its petition for cancellation that it was the owner of the trade- 
mark “Tampax” and the owner of said trade-mark registration No. 
294,959, issued to Tampax, Inc. The burden was therefore upon 
appellee to prove ownership and use of the trade-mark “Tampax,” 
and before it could rely upon said registration No. 294,959, the 
burden was upon it to establish that ownership of the same had 
been transferred to it. 

It appears that appellee was incorporated on January 2, 1934, 
and of course its use of the trade-mark “Tampax” could not antedate 
that time. 

One Doctor Haas, a witness on behalf of appellee, testified that 
he was the original owner of said mark “Tampax,” having applied 
it to a catamenial device invented by him. It appears from the 
record that he made application for a patent for such a device on 
November 19, 1931, upon which application patent No. 1,926,900 
was issued on September 12, 1933. Said witness further testified 
that in July or August, 1935, he sold said patent to appellee; that 
about April, 1931, he personally began the manufacture of said 
product; that about September, 1931, he gave a license to one Hilde- 
brand to manufacture and sell the product invented by him, and that 
at the time of said license to Hildebrand he also transferred to him 


the ownership of said trade-mark ‘“Tampax,” and the good-will of 


his business in the product to which the mark was applied; that in 


December, 1931, Hildebrand incorporated his business under the 
name of “Tampax, Inc.,” and said corporation thereafter manufac- 
tured said product and applied the trade-mark “Tampax” thereto. 
The only reference that this witness made to appellee was the state- 
ment that in 1935 he sold to it his patent, as above noted. 

One Frank M. Holmes, a witness for appellee, testified that he 
had been acquainted with the product known as “Tampax” since not 
later than June, 1931; he further testified as follows: 
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Q. 7. Mr. Holmes, did You later become interested in the commercial 
exploitation of the product “Tampax”? 

A. 7. I did. 

Q. 8. How and under what circumstances? 

A. 8. About the first of September, 1931, Mr. Hildebrand came to my 
office with a view to forming a company for the manufacture and sale of 
the product “Tampax.” 

Q. 9. To your knowledge did Mr. Hildebrand at that time have a con- 
tract with Doctor Haas? 

A. 9. He had a license agreement for the manufacture and sale of 
“Tampax,” issued by Doctor Haas to him. 

Q. 10. Did you and Mr. Hildebrand and other people later organize 
a corporation to handle “Tampax”? 

A. 10. Yes, we immediately made plans to form such a company with a 
view of securing the necessary finances, and on December 11, 1931, the 
company was actually incorporated in the State of Colorado under the name 
of Tampax, Inc. 

Q. 11. What office did you hold in the corporation Tampax, Inc.? 

A. 11. I was a director and secretary, and was one of the incorporators 
of the company. 

Q. 12. Did Tampax, Inc. secure from Mr. Hildebrand the license agree- 
ment which he had with Doctor Haas? 

A. 12. Yes, the license agreement held by Mr. Hildebrand was trans- 
ferred to Tampax, Inc., with the consent of Doctor Earle C. Haas. 

Q. 13. Did that transfer also include the trade-mark “Tampax” and the 
good-will of the business? 

A. 13. It did. 

Q. 14. How long was Tampax, Inc. in business operating under the 
license agreement between your corporation and Doctor Haas? 

A. 14. We operated under that license agreement until the license agree- 
ment was released to the Tampax Sales Corporation on January 2, 1934. 


r 


The only reference in said testimony or in any testimony on be- 
half of appellee respecting appellee’s ownership of the trade-mark 
“Tampax” is the last answer above quoted, from which it appears 
that the license agreement between Tampax, Inc. and the witness 
Doctor Haas was released on January 2, 1934, to Tampax Sales 
Corporation. As hereinbefore stated, Doctor Haas testified that, 
at the time he licensed Hildebrand to manufacture and sell his 


product, he also transferred the ownership of the trade-mark and 


the good-will of his business in “Tampax.” It does not appear 
a 


whether such license and transfer was in writing, but, according to 
the witness, Hildebrand became the absolute owner of the trade- 
mark through the transfer of the business and good-will of the busi- 
ness to him, together with a license to manufacture and sell the 


product upon which the mark was applied. The said Holmes testi- 
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fied that Tampax, Inc. not only secured a transfer of the license 
agreement between Hildebrand and Doctor Haas, with the consent 
of the latter, but that the transfer also included the trade-mark and 
good-will of the business owned by Hildebrand. There is no evi- 
dence that Tampax, Inc., ever sold to appellee its business and good- 
will, in so far as it related to the product upon which the mark 
“Tampax” was applied. 

Clearly, a release of a license agreement would not of itself 
operate as a sale and transfer of any business and good-will of Tam- 
pax, Inc. We may of course surmise that, Tampax, Inc., having 
released to the Tampax Sales Corporation the license to manufacture 
and sell the patented product to which the mark “Tampax” was 
applied, in the very nature of things there would be a sale and trans- 
fer of the business of Tampax, Inc., in connection with such release, 
but mere surmise cannot take the place of proof. 

There is no evidence whatever, in so much of the record as is 
proper to be considered, of any assignment to appellee of registra- 
tion No. 294,959. 

We think it proper to observe in this connection that none of the 
counsel appearing for appellee in this court participated in the tak- 
ing of the testimony in behalf of appellee. 


Upon the record before us, we are compelled to hold that ap- 


pellee has not established ownership of the registration of said mark 
“Tampax,” registration No. 294,959, or any ownership of said 
mark; that its first use of said mark was in January, 1934, while the 
evidence on behalf of appellant clearly establishes the use by her of 
the mark “Tampad” as a trade-mark upon her product at least as 
early as the fall of 1932. Whether, under the evidence, she is en- 
titled to any earlier date it is unnecessary here to determine. 

It is our conclusion that appellee has failed to establish facts 
sufficient to sustain its petition for cancellation, and the decision 
of the Commissioner of Patents is reversed. 
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CALIFORNIA Prune AND Apricot Growers AssociATION v. Dosry 


Friovur Mitts, Inc. 
United States Court of Customs and Patent Appeals 
Cancellation No. 3,029 
February 6, 1939 


Trave-Marxs—“Dosry’s SuNSWEET” aNpd “SuNSWEET’—CONFLICTING Marks. 
A trade-mark consisting of the word “Dobry’s Sunsweet” and a 
representation of the sun held to be confusingly similar to a mark con- 
sisting of the word “Sunsweet” in association with a sun design. 
Trape-Marks—WuHEAtT FiLour AND Driep AND CANNED Fruirs—Goops or 
Same Descriptive PROPERTIES. 
Wheat flour held to have the same descriptive properties as fresh 
dried and canned fruits of different kinds. 
On appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark Opposition. Reversed. For the Commission- 


er’s decisions see 28 T.-M. Rep. 102. 


Charles R. Allen, of Washington, D. C., and William G. Mackay, 
of San Francisco, Calif., for appellant. 


No appearance for appellee. 


Lenroot, J.: This is an appeal in a trade-mark cancellation 
proceeding. Appellee, on February 11, 1936, was granted regis- 
tration No. 332,384 under the Trade-Mark Act of February 20, 
1905; said registration was for a mark which consisted of the name 
“Dobry’s,” below which in large letters is the term “Sunsweet,” and 
a purported representation of the sun, all enclosed within an elabo- 
rate border. The statement declares that the mark was used and 
adopted for wheat flour, and that the first use by the registrant was 
on August 14, 1935. 

On March 27, 1936, appellant filed its petition for the cancella- 
tion of said mark of appellee under Section 13 of said Trade-Mark 


Act, alleging use of the mark “Sunsweet” in association with a sun 


design upon fresh, dried, and canned fruits, jams, etc., since long 


prior to August 14, 1935, and alleging seven registrations of its 
mark, beginning in 1918 and ending in 1935. These registrations 
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are found in the record and cover fresh, dried and canned fruits of 
different kinds and forms. The petition alleged that the goods to 
which the respective marks are applied are of the same descriptive 
properties and that the marks are confusingly similar. The petition 
also contains the usual allegation of damage to petitioner. 

Appellee in its answer denied that the goods upon which its 
mark is applied are of the same descriptive properties as the goods 
enumerated by the petition, and denied that the marks as used by 
the parties are confusingly similar. The answer admitted that, at 
the time appellee applied for the registration of its mark, it was 
aware of the registrations of the petitioner’s mark. 

No testimony was taken, but the issue was submitted on stipula- 
tions of fact; such stipulations establish that appellant and _ its 
predecessors in business have, since July, 1917, continuously used 
the mark “Sunsweet” associated with a sun design as a trade-mark 


for dried fruits, canned fruits, crushed fruits, jams, butters, fruit 


juices, and dessert preparations; that appellant’s goods are “dis- 


tributed and sold in boxes, bags, cartons, cans and sacks through 


wholesale and retail outlets, and are offered to the consuming public 
through grocery stores, markets and food stores of all kinds;’’ that 
appellant and its predecessor have sold food products bearing its 
mark to the approximate value of $150,000,000, and have spent ap- 
proximately $3,000,000 in advertising its said mark; also that ap- 
pellee is engaged in the milling business exclusively and that its 
registered mark is used upon sacks and containers which bear the 
registrant’s name and location in plain lettering, and has been so 
used since August 14, 19385; and that “there is no similarity in the 
dress of the goods of the parties to this cancellation.” 

The Examiner of Interferences held that the goods of the parties 
to which the respective marks are applied possess the same descrip- 
tive properties; that the dominating portion of appellee’s mark is 
the notation “Sunsweet,’’ and that, considering the marks of the 
parties in their entirety and the specific differences in characteristics 
of the goods, confusion would be likely to result from their concur- 


rent use. He therefore sustained the petition for cancellation and 
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recommended that the involved registration of appellee be cancelled. 
Upon appeal the Commissioner, by his assistant, held that, while 
broadly speaking, wheat flour is of the same descriptive properties 
as fruit and fruit products, considering the difference in goods and 
the difference in marks, there was no probability of confusion be- 
tween the marks. He therefore reversed the decision of the 
Examiner and dismissed the petition of appellant. From such deci- 
sion this appeal was taken by appellant. Appellee has made no 
appearance in this court. 

It is a matter of common knowledge that both dried fruits and 
wheat flour are ingredients in certain kinds of pastry. That they 
are goods of the same descriptive properties we have no doubt. 
Sun-Maid Raisin Growers of Califoria v. American Grocer Com- 
pany, 17 C. C. P. A. (Patents) 1034, 40 F. (2d) 116 [20 T.-M. 
Rep. 300]; Cheek-Neal Coffee Co., ete. v. Hal Dick Manufacturing 
Company, 17 C. C. P. A. (Patents) 1103, 40 F. (2d) 106 [20 
T.-M. Rep. 274]. 

The Commissioner relied largely upon our decision in the case 
of Tetley & Co., Inc. v. Bay State Fishing Co., 28 C. C. P. A. 
(Patents) 969, 82 F. (2d) 299 [26 T.-M. Rep. 217], wherein it 
was held that the marks “Budget Special,’ applied to fish, and 
“Tetley Budget Tea,’ applied to tea, the words “Special” and 
“Tea” being disclaimed, were not confusingly similar. The Com- 
missioner quoted from our opinion wherein we said: “In consider- 
ing the mark of the opposer, the name “Tetley” is to be given as 


much force and effect as any other part of the mark.” We think 


that, properly construed, this expression does not imply that every 


word in a mark is to be given the same force and effect as any other 
part of the mark. It is well established that one word or feature 
of a mark may be the dominant portion thereof, and be given greater 
force and effect than other parts of the mark in determining con- 
fusing similarity between it and another mark used upon goods of 
the same descriptive properties. Baltimore Paint & Color Works 
v. Bennett Glass & Paint Co., 17 C. C. P. A. (Patents) 1269, 40 
F. (2d) 1009 [20 T.-M. Rep. 476]. 
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There is no conflict between this rule and the equally well- 


established rule that, in determining the question of confusing 


similarity between marks, they must be considered in their entirety. 

A case very similar to that at bar is that of Hellman, Inc. v. 
Oakford & Fahnestock, 19 C. C. P. A. (Patents) 816, 54 F. (2d) 
423 [22 T.-M. Rep. 18]. The marks there involved were “Blue 
Ribbon,” used by the appellee there, and “Richard Hellman’s Blue 
Ribbon,” used by the appellant there, both marks being used upon 


goods of the same descriptive properties. In our opinion, affirming 
the decision of the Commissioner, we said: 


.... The marks are so similar that, if applied to identical goods or goods 
of the same descriptive properties, confusion would be likely. Under such 
circumstances it was the duty of the Commissioner to refuse registration of 
the appellant’s mark. 

There, as here, the only important distinguishing difference 
between the two marks was the name of an individual. In that case 
the dominant part of appellant’s mark was “Blue Ribbon,” which 
was the dominant part of the mark of appellee. In the case at bar 
the dominant part of appellee’s mark is the notation ‘“Sunsweet,” 
which is the dominant part of appellant’s mark. In addition, both 
marks here involved have a representation of the sun. We have no 
hesitation in holding that the marks of the parties are confusingly 
similar, and that appellant has been damaged by the registration of 
appellee’s mark. To hold otherwise would make it possible for one 
to appropriate a trade-mark which, through extensive advertising, 
had become a household word, by adding thereto the name of an in- 
dividual. Many others might do likewise and the value of the trade- 
mark to the first adopter and user might be largely destroyed. 

We hold that, upon the record before us, the petition of appel- 
lant should have been sustained, and the decision of the commis- 
sioner is reversed. 


Jackson, J., dissents. 
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Cotumns & AIKMAN CorPoRATION Vv. SANFORD MILLS AND 


Cuase & Company, Inc. 


United States Court of Customs and Patent Appeals 


? 


Opposition No. 15,364 
February 6, 1939 


Trape-Marks—“BreatHiInG Back” on Pitre Fasrics—Descrirtive TERM. 
The words “Breathing Back,” used as a trade-mark on pile fabrics, 
held descriptive, inasmuch as they indicate that the goods are pervious 
to gases and air, and hence the mark is unregistrable. 


Appeal from a decision of the Commissioner of Patents uphold- 
ing a trade-mark opposition. Affirmed. For the Commissioner's 
decision see 27 T.-M. Rep. 771. 


Paul J. Schmitz, of Philadelphia, Pa., for appellant. 
C. Yardley Chittick and Nathan Heard, both of Boston, Mass., 
for appellee. 


Buianp, J.: The principal issue involved in this appeal from the 
decision of the Commissioner of Patents is whether or not appel- 
lant’s alleged trade-mark “Breathing Back’ which it seeks to regis- 
ter for use for pile fabrics in the piece consists “merely in words or 
devices which are descriptive of the goods with which they are used, 
or of the character or quality of such goods,” within the meaning of 
the Trade-Mark Act of February 20, 1905, as amended. (Italics 
ours. ) 

The application of the Collins & Aikman Corporation, appellant 
(hereinafter styled applicant), filed October 18, 1935, discloses 
the mark which it seeks to register as consisting of the said term 
printed in plain, uniform-sized, black, capital letters. It alleges a 
use of said term since September 26, 1935. 

Specimens showing the trade-mark as actually used by the ap- 
plicant upon the goods consist of string tags which are intended to 
be tied to bolts of the pile fabric, which tags contain, in five different 
parallel lines, the following notations: “Quality,” “Pattern,” 


“Color,” “Piece,” and “Yards,” after which are blank spaces for 


the insertion of data. Following the term “Quality,” apparently in 
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typewritten caps, is the term “Breathing Back.’’ No data appears 
opposite to the other notations. At the bottom of the tag displayed 
in large letters is applicant’s registered trade-mark ‘‘Cavel.”’ 
Appellees, Sanford Mills and L. C. Chase & Company, Inc., 
hereinafter styled opposers, on December 31, 1935, filed notice of 
opposition to the registration of said term by the applicant, alleg- 
ing, among other things, that Sanford Mills, and L. C. Chase & 
Company, Inc., are corporations of the State of Maine, doing busi- 
ness in various places throughout the United States and that Chase 
& Company, Inc., is a wholly owned subsidiary of Sanford Mills; 
that they believed they would be damaged by registration of the 
alleged trade-mark on account of the fact that “Sanford Mills manu- 
factured, and L. C. Chase & Company, Inc. sold to customers in 


the United States, pile fabrics in the piece having on the back 


thereof a coating of adhesive material pervious to gases and air and 


substantially impervious to water and thus having the characteristic 
of a ‘breathing back’ and that this term ‘Breathing Back’ was prior 
to and since said date [September 26, 1935] employed by opposers, 
by purchasers, by prospective purchasers, by other manufacturers 
and by the public in the United States as indicative of and properly 
descriptive of the quality or characteristic of the said goods’’; that 
the term “Breathing Back” did not indicate origin but was properly 
descriptive of the quality or characteristics of opposer's and ap- 
plicant’s goods and its use of the term was to describe such goods; 
that the term is not registrable by any one by reason of the prohibi- 
tory provision of Section 5 of said Trade-Mark Act; that applicant's 
specimens filed with the application show that the term “Breathing 
Back” was used by applicant to indicate quality and was not used 
as a trade-mark, and that the registration and use of the term by 
applicant as a trade-mark would be misleading to purchasers and to 
the public and would be an illegal invasion of the rights of opposers. 

Applicant in its answer to the notice of opposition raises the 
question of misjoinder of parties in the notice of opposition, denies 
that opposers would be damaged by the registration of the mark, 


alleges that opposers did not show any use of the mark on any 
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goods, stated that the term “Breathing Back’ is not descriptive of 
the quality or any characteristic of the goods; and denies that 
applicant’s specimens show the use of “Breathing Back” as indicat- 
ing quality of the goods. 

Considerable testimony was offered by both parties and numer- 
ous exhibits bearing on different phases of the issue presented by the 
pleadings were also introduced. 

The Examiner of Interferences after considering the evidence, 
the exhibits and other matters relating to the use and the meaning 
of the term “Breathing Back’’ held the same to be descriptive within 
the prohibitive clause of said Section 5, supra. He pointed out 
that L. C. Chase & Company, Inc. was the selling agent of Sanford 
Mills; that the latter owned the stock of the former, and that L. C. 
Chase & Company, Inc., by reason of this relationship, had sufficient 
interest to enable it to join with Sanford Mills in the opposition. He 
further held that mere oral use of the term “Breathing Back’’ in 
trade is sufficient to enable the user to qualify as an opposer where 
the opposition is based upon descriptiveness of the alleged trade- 
mark. He accordingly sustained the notice of opposition. 

The First Assistant Commissioner, acting for the Commissioner 
of Patents, affirmed the decision of the Examiner of Interferences 
in sustaining the opposition on the ground that the alleged mark 
was a descriptive term and fell under said Section 5, supra. He 
furthermore stated that if he were not convinced that the mark was 
descriptive, he was satisfied that the applicant had not shown a 
trade-mark use of the same. 

In view of our conclusion that the term “Breathing Back’’ is 
descriptive of the goods upon which applicant alleges use of the 
said term, and since the concurring holdings of the Examiner of In- 
terferences and the Commissioner are to the effect that the mark 
may not be registered for the reason that it is descriptive, it will 
not be necessary for us to consider any other issue than that relating 


to the question of whether or not the term “Breathing Back”’ consists 


merely in words or devices descriptive of the goods upon which ap- 
plicant alleges its said use. 
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It has been frequently held by this court and elsewhere that the 
Patent Office tribunals are not limited in an opposition proceeding 
to the consideration of the precise questions presented in the notice 
of opposition; that, on the contrary, in such proceedings they may 
dispose of any question relating to the proposed registration that 
might be considered in an ex parte case. Rose Nerenstone Book- 
man | etc.| v. The Oakland Chemical Co., 17 C. C. P. A. (Patents) 
1218, 40 F. (2d) 1006 [20 T.-M. Rep. 261]; California Cyanide 
Co. v. American Cyanamid Co., 17 C. C. P. A. (Patents) 1198, 40 
F. (2d) 1013 [20 T.-M. Rep. 447]. In other words, the Patent 
Office tribunals having refused registration of the legend by reason 
of its descriptive character, as they had the right to do regardless 
of the grounds of opposition, it is not material, under the particular 
facts of this case, whether any of the contentions of the applicant, 
other than that relating to descriptiveness, are sound or otherwise. 

It follows from the foregoing, that a conclusion here that the 
term sought to be registered is descriptive of the goods upon which 
the applicant alleges a trade-mark use, within the meaning of Sec- 
tion 5, supra, requires that the decision of the Commissioner which 
is here appealed from must be affirmed. The record is replete with 
testimony and exhibits which have a direct bearing upon this ques- 
tion. It will not be necessary here to state in detail all the facts 
shown by the record. Prior to any alleged use by appellant, the 
term “breaths” had a definite meaning when applied to leather and 
certain fabrics including pile fabrics. It had reference to a porous 
quality of the material which permitted the free passage there 
through of air or gases. It had long been said of leather that it had 
a breathing quality and when artificial leather was made the makers 
attempted to give it and did give it such a porous characteristic as 
to cause it to have the breathing quality similar to that of leather. 


Many years prior to applicant’s use of the disputed term, pile 


fabrics were used for upholstery generally and also for upholster 


ing the cushions and seats of automobiles. Shortly before appli 
cant’s alleged use of the term, when automobile manufacturers 


were considering the merits of different kinds of pile fabrics for 
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upholstery work in automobiles, it was realized that if the back 
was completely covered so that there was no porosity or air- 
permeability through the same, it would not have a breathing 
quality. Long before applicant’s alleged use of the term those 
interested in the manufacture and use of artificial leather, coated 
fabrics, etc., recognized the advisability of retaining the good re- 
sults of having a coated back to the article and at the same time 
have it so made that by reason of the porous character of the back 
the article would breathe like leather and would thus permit the 
passage of air and gases. The record discloses that, just prior to 
the alleged use of the term by the applicant, the question of mak- 
ing and using a pile fabric with a coated back which would be suf- 
ficiently porous to permit breathing was one of considerable im- 
portance to the automobile industry and that the terms “breathing” 
and “breathing back’’ were very frequently applied in referring 
to the characteristics of the material to be used. In other words, 
the automobile industry, as well as the pile fabric manufacturers, 


during a considerable period of time immediately prior to the date 


when applicant first used its term as alleged, described pile fabrics 


with a porous back by employing the terms “breathe” and “breath- 
ing’ with the same meaning as the terms had when applied to leather 
and other articles. 

Not only does the testimony of record show most of the facts 
heretofore stated, but the exhibits in the record we think conclu- 
sively support opposer's contentions and the findings of the tribunals 
below in this particular. Applicant’s witness Chamberlain concedes 
that the term “back”’ as applied to a pile fabric “would be that part 
of the material that the pile is fastened into.’ He stated: “I would 
say the back of the upholstery is the reverse side of the face of it, 
or the side the pile projects from.” The testimony of other wit- 
nesses of the applicant and of opposers was to the same effect. ‘The 
record conclusively shows that applicant’s pile fabric wpon which 
the mark is alleged to have been used has a thin coating of a rubber- 
like compound which acts to hold the pile firmly in the back; that 


it is so arranged that the fabric and the back thereof has sufficient 
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porosity as to permit the passage of air and gases, and that the term 
“Breathing Back’ fitly and aptly describes a characteristic or 
quality of applicant’s goods. 

As before stated, the terms “breathe” and “breathing” have since 
a very early date been used to describe the porous character of 
leather and for many years prior to applicant’s alleged use of the 
term they had been frequently applied in describing the character 
of certain coated textile articles. In the patent of record to Gib- 
bons et al., No. 1,427,754, of August 29, 1922, which related to a 
rubber-compound or pyroxylin-compound coated fabric, it was 
stated: 

.... But the rubber composition as well as the other types mentioned 
have all been unsuitable for wearing apparel, upholstery and like uses on 


account of their inability to “breathe” after the fashion of leather... . 


* 7 * 


. . . . The porosity, transpiration, or air-permeability (however its 
“breathing” quality may be termed) is believed to be due... . 


The patent to Clifford, No. 1,863,469, of June 14, 1932, related 
to the production of a textile fabric which would simulate leather 
by treating the same with rubber compounds, etc., in such a way that 
as stated by the inventor: 

. . . The material has sufficient porosity to cause it to breathe like 
i ae 

In the patent to Ayers, No. 2,018,245 of October 22, 1935 (ap- 
plication for which was filed May 6, 1933), relating to the art of 
shoe stiffening and more particularly to the stiffening or reinforce- 
ment of that part of the shoe termed a “counter,” a felted fibrous 
base impregnated with rubber was used and the inventor stated that: 


.... Such a counter stock simulates leather in many important respects, 
including appearance, feel, residual porosity or “breathing” quality, tough- 
ness, pliability, etc. 


“ee 


The term “ ‘breathing’ quality” is not only used in the specifica- 
tion of the Ayers patent but also in the claims. 

In the patent to Linscott et al., No. 2,032,941, of March 3, 1936 
(application for which was filed February 7, 1935), relating to a 


thin film or sheet of rubber with at least 1,000 perforations per 
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square inch, the inventor refers to the sheet in the following lan- 
guage: 


.... Such a film which appears superficially to be impervious permits 
“breathing” through it when applied to the body... . 

Richter et al. in their patent No. 1,843,372, of February 2, 1982, 
application filed September 27, 1929, relating to artificial leather, 
state that such leather intended for an inner sole for foot wear 
should have among other things sufficient porosity “to permit 
breathing of the foot and to absorb perspiration therefrom.” 

In the article ““Raincoats Again” in the India Rubber World, 
issue of December 1, 1932, relating to rubber-coated fabric for 
raincoats, it is said: 

A garment that sheds water well, but is still porous enough to 
breathe would surely be more comfortable. . 

In Respro, Inc. v. Vulcan Proofing Co., 1 F. Supp. 45, Judge 
Campbell, in speaking of the invention of a woven fabric in which 
the pile was formed by napping and in which the fabric was treated 
with rubber and used as a substitute for leather, said: 


The product of the process of the patent in suit possesses in combination 
many valuable qualities and attributes, strength, moldability, porosity, 
plumpness, softness, springiness, resiliency, breathing qualities, nonraveling 
of edges, and the appearance of leather which are the direct result of the 


process by which it is produced. 

It is needless to further point out that the term “breathing” with 
reference to various articles having a porous characteristic was in 
very frequent use prior to applicant’s alleged use on its goods. The 
use of the term in describing the quality or characteristics of the 
back of pile fabrics used in upholstering automobiles increased 
greatly just prior to, and during the period when applicant first 
began to use the term in the manner alleged. ‘The record shows 


that most automobile manufacturers, prior to applicant’s alleged 
use of the term, were using the term in discussing the different kinds 
of pile fabric upholstery material which they were using or intended 
to use. 


By pointing out herein that the terms “breathe” and “breathing”’ 


were frequently used in describing numerous different articles prior 
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to the alleged use of applicant, we do not mean to suggest that, if 
the terms may be said to be truly descriptive of applicant’s and 
opposer's goods, it is necessary to prove that someone other than 
the applicant had priority in the use of the terms. The fact that 
they were used in a descriptive way prior to appellant’s alleged use 
goes to the question as to whether or not the terms are in fact 
descriptive. It is a consideration which has a bearing upon the 
merits of applicant’s contention that, whenever used, the term in 
controversy indicated origin in the applicant. 

Applicant attacks the evidentiary competency of some of ap- 
pellee’s exhibits which show the use of the ternf in connection with 
artificial leather, shoes, etc. By way of answer thereto it is sufficient 
to say that, where the term “breathing” or “breathe” was used in the 
questioned exhibits, it was used to describe the porous quality of the 
article, the characteristic which permitted the passage of air, gases, 
etc. Applicant has shown no other use for the term “breathing’”’ 
than that shown in the exhibits. The word “back’’ describes a part 
of the article sold. 

We are of the opinion that “Breathing Back” as applied to ap- 
plicant’s goods does nothing more than to describe the character of 
the back of applicant’s pile fabric which, by reason of its porosity, 
permits breathing or passage of the air through the back. If the 
article breathes through the back, it may be said to be a “‘breathing 
back” article and it seems to us that the specimens which applicant 
has filed in connection with its application suggest strongly that 
when applicant sold its pile fabric it told its customers that it had 
the quality of having a breathing back. 

Applicant argues that the mark is not merely descriptive insofar 
as it has proven by certain witnesses that to them the term “Breath- 
ing Back” or “breathing” in connection with automobile fabrics 
signifies the origin of the goods in the applicant. It may be that 
applicant might, by long-continued use, under certain circumstances, 
lend to its alleged mark a secondary meaning and it is possible that 
the testimony of applicant’s witnesses, stating that the mark in- 


dicated origin in applicant, was based upon their knowledge only 
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of the use to which the alleged mark had been put by the applicant. 
Secondary meaning does not supply a valid ground for the regis- 
tration of a mark not otherwise registrable, under the trade-mark 
registration act at bar. Barber-Colman Co. vy. Overhead Door Cor- 
poration, 20 C. C. P. A. (Patents) 1118, 65 F. (2d) 147 [23 T.-M. 


Rep. 251]. It would be a queer anomaly if appellant could adopt 


the use of a descriptive term when others were rightfully using it 


or when they had the right to use it in connection with their business 
transactions, and by less than a month’s use acquire the exclusive 
right to its use. 

We conclude, therefore, that the term falls squarely within the 
prohibition of the registration statute and that the Patent Office 
tribunals properly denied registration thereof, and the decision ap- 


pealed from, which in effect denies registration, is affirmed. 


Travers O11 Mitt Company v. Lever Brotuers Company 
United States Court of Customs and Patent Appeals 
Opposition No. 15,365 
February 6, 1939 


lrapeE-Marks—“CoFio” ann “Covo”—Conriictinc Marks. 

The word “CoFlo” held to be confusingly similar to “Covo,” both 
marks being used on food products. 

TrapE-MArKS—VEGETABLE SHORTENING AND Deratrep Cookep CorTrroNnseED 
FLour—Goons or Same Descriptive Properties. 

Vegetable shortening held to have the same descriptive properties 

as partially defatted cooked cottonseed flour. 
‘TrapE-Marks—ConrvusinG SimiLarity—Test. 

It is well established that similarity in sound alone is sufficient to 
constitute confusing similarity between two marks, notwithstanding cer- 
tain dissimilarities in appearance, particularly in view of present-day 
use in radio advertising. 


Appeal from a decision of the Commissioner of Patents up- 
holding a trade-mark opposition. Affirmed. For the Commis- 


sioner’s decisions, see 28 T.-M. Rep. 55. 


C. A. O’Brien, Clarence R. Gorman and Joseph A. O'Connell, 
all of Washington, D. C., for appellant. 
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Harry A. English and Spencer A. Studwell, both of New York 
City, for appellee. 


Lenroot, J.: This is an appeal in a trade-mark opposition 
proceeding. Appellant on July 24, 1935, filed in the United States 
Patent Office its application for the registration of its mark con- 
sisting of the notation “CoFlo,’ surrounded by a border, for 
partially defatted cooked cottonseed flour. Use of the mark was 
alleged since March 9, 19385. 

Appellee filed notice of opposition to said application, alleging 
ownership of the trade-mark ““Covo,” applied to vegetable shorten- 
ing in which cottonseed or cottonseed derivatives are used; that said 
mark had been used by it for vegetable shortening since June 9, 
1932; that said mark was registered by it for vegetable shortening 
on November 1, 1932; that the goods to which its mark is applied are 
of the same descriptive properties as the goods to which appellant 
applies its mark “CoFlo,” and that the said marks are confusingly 
similar. The usual allegation of damage to appellee was made. 

Appellant in its answer denied that the goods to which the 


respective marks are applied are of the same descriptive properties, 


and denied that the marks as used by the parties are confusingly 
similar. 


Both parties took testimony. The testimony shows that appellee 
used its mark ‘““Covo”’ long prior to the use by appellant of its mark; 
that appellant’s product is sold “to people that are interested in 
making baked foods, and that includes bakers, the cakes and cooky 
plants, biscuit manufacturers,” etc.; that appellant’s product is not 
a shortening, but is to be used with flour, and its use increases the 
amount of shortening necessary; that appellant’s products are sold 
in containers usually consisting of hundred pound drums, but have 
also been sold in fifty and twenty pound containers; that appellee's 
product is sold in containers ranging in capacity from fifty to four 
hundred pounds. 

The Examiner of Interferences dismissed appellee’s notice of 
opposition, holding that purchasers of both products are of a dis- 


criminating class and, considering the difference in the goods and 
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the difference in the marks, confusion would not be likely if the 
marks are honestly used in trade. 

Upon appeal the Commissioner reversed this decision, holding 
that the goods to which the respective marks are applied are of the 
same descriptive properties; that while the two marks differ in 
appearance, they sound very much alike; that there must be a large 
class of purchasers even of the fifty and one hundred pound pack- 
ages of the goods of the parties who would not be discriminating and 
who were not necessarily educated English speaking people. He 
expressed the opinion that confusion would be inevitable in the use 
of the respective marks. 

From said decision of the Commissioner this appeal was taken. 

That the goods to which the marks of the respective parties are 
applied are goods of the same descriptive properties, we have no 
doubt. Sun-Maid Raisin Growers of California v. American Grocer 
Co., 17 C. C. P. A. (Patents) 1084, 40 F. (2d) 116 [28 T.-M. Rep. 
196]. 

We are also in agreement with the Commissioner that the goods 
of the parties, even though sold in comparatively large containers, 
are not necessarily purchased by careful, discriminating buyers. 
They are products of continuing use and are not, as a rule, subject 
to visual inspection by the purchaser. 

It is true that the goods are not identical, but they are used con- 
jointly by the same people in the preparation of products sold to 


the ultimate consumer. It is also true that the marks of the parties 


differ in appearance by reason of the central “F’’ in appellant’s 
mark extending above and below the other letters of the mark. If 


the matter were to be determined from the appearance of the marks 


alone we would be inclined to agree with the Examiner of Interfer- 
ences that, considering the difference in goods and the difference in 
marks, confusion would not be likely to arise out of the concurrent 
use of the two marks. But appearance is only one of the factors to 
be considered in passing upon the similarity of marks. That similar- 
ity in sound alone is sufficient to constitute confusing similarity be- 
tween marks is well established. E-Z Mills, Inc. v. Martin Brothers 
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Company, 25 C. C. P. A. (Patents) 992, 95 F. (2d) 269 [28 T.-M. 
Rep. 207]. 

In these days of radio advertising the sound of trade-marks has 
become very important. Marion Lambert, Inc. v. O’Connor, 24 
C. C. P. A. (Patents) 781, 86 F. (2d) 980. 

That the terms “Covo” and “CoFlo” are very similar in sound 
is apparent, and we think users of the products of the parties are 
very likely to become confused by the similarity of their sound. 

After giving due consideration to the differences in the marks 
of the parties and the differences in the goods to which the respec- 


tive marks are applied, we are of the opinion that their concurrent 


use is likely to cause confusion of mistake in the mind of the public. 


We think it proper to observe that we are impressed from the 
evidence that appellant acted in good faith in the adoption of its 
mark and had no knowledge of the mark of appellee. 

For the reasons stated herein, the decision of the Commissioner 
is affirmed. 


C. E, Laneriexp, doing business as Tue Sotvire Company v. JAMES 


S. Brapy, doing business as THE Sotvo.ine Sates Co. 
United States Court of Customs and Patent Appeals 
Opposition No. 15,615 
February 6, 1939 


Trave-Marks—“Sonvotine” AND “Sotvire”—ConFiictinG Marks. 
The word “Solvoiine” held to be confusingly similar to the word 
“Solvite,” both marks being used on dry-cleaning preparations. 
Trave-Marxs—Dry-CLeantInG Soap AND Dry-CLeantne Friutp—Goons 01 
Same Descriprive Properties. 
A dry-cleaning soap held to be of the same descriptive properties as 
a dry-cleaning fluid. 
On appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commission- 


er’s decision see 28 T.-M. Rep. 64. 


Edward S. Rogers and James H. Rogers, both of Chicago, IIl., 
and Thomas L. Mead, Jr., of Washington, D. C., for appel 
lant. 
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No appearance for appellee. 


Lenroot, J.: On January 29, 1936, appellee filed in the United 
States Patent Office an application for the registration, under the 
Trade-Mark Act of February 20, 1905, of the notation “Solvoline”’ 
as a trade-mark for a “non-explosive Dry Cleaning Fluid.” The 
petition stated that said mark had been continuously used and ap- 
plied to said goods in appellee’s business since about June 1, 1932. 

Appellant filed notice of opposition to said application, alleging 
that since long prior to June 1, 1932, he had manufactured and sold 
a dry-cleaning soap, and had continuously applied thereto and used 
thereon in sales throughout the United States the trade-mark 
“Solvite.” He alleged registration of his said mark on June 12, 
1928, registration No. 243,223, and attached a certified copy 
thereof to said notice. He further alleged that the goods upon 
which appellee applies his mark are identical with the goods of 
appellant, that said marks are confusingly similar, and that ap- 
pellant would be damaged by the registration of appellee’s mark. 

Both parties took testimony. It is established that appellant 
used his trade-mark long prior to any use by appellee of his mark. 

Only two questions are involved, viz., whether a dry-cleaning 
soap and a dry-cleaning fluid are goods of the same descriptive 
properties, and whether the marks of the parties are confusingly 
similar. 


The testimony shows that appellee's goods are prepared: ready 


for use by the purchasers, while appellant’s goods are intended to 
be diluted with gasoline or naphtha, the resulting product being 
then used in a fluid state. 

The Examiner of Trade-Mark Interferences sustained the notice 
of opposition, holding that the goods of the parties to which the 
marks are applied are of the same descriptive properties, and that 
the marks are so similar that their concurrent use is likely to cause 
confusion and mistake in the minds of purchasers. 

Upon appeal the Commissioner, through his assistant, reversed 
the decision of the Examiner and dismissed the opposition, holding 


that, while the goods of the parties are of the same descriptive 
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properties, they are widely different in many of their essential 
characteristics and that, considering the difference in the marks 
and the difference in the goods, there is no reasonable likelihood 
of confusion in the concurrent use of the two marks. The Assistant 
Commissioner, in coming to this conclusion, relied largely upon our 
decision in Vick Chemical Co. v. Thomas Kerfoot & Co., Ltd., 23 
C. C. P. A. (Patents) 752, 80 F. (2d) 73 [26 T.-M. Rep. 29], 
wherein we held that the mark “Vapex,” applied to an inhalant used 
in the treatment of colds, and the mark “Vaporub,” applied to a 
salve for the relief of colds, were not confusingly similar. 

Decisions of this and other courts upon the question of confus- 
ing similarity of other marks not here involved can not of course 
be controlling here, and are merely persuasive, for each case must 
be decided upon its own facts. However, the case of Langfield, etc. 
v. Solvit-All Corporation, 18 C. C. P. A. (Patents) 1313, 49 F. 
(2d) 480 [21 T.-M. Rep. 264], in our opinion, has a closer applica- 
tion to the case at bar than the case relied upon by the Assistant 
Commissioner. The appellant in that case was the appellant here; 
in that case he opposed the application for registration of the mark 
“Solvit-All,” used on sanitary solvents for cleaning, disinfecting, 
and deodorizing toilet bowls and similar articles. We there held 


that the goods of the parties were of the same descriptive properties, 
and with respect to the confusing similarity of the marks there in- 
volved we said: 


That the marks are confusingly similar is evident and requires 
no discussion. 

In the case at bar the goods to which the marks are applied, while 
not identical, are very closely related, and, when concurrently used 
upon such goods, the marks “Solvite” and “‘Solvoline” are, in our 
opinion, likely to cause confusion in the minds of purchasers. 

We are in accord with the decision of the Examiner of Trade- 
Mark Interferences, and the decision of the Commissioner is re- 
versed. 





DECISIONS OF THE COMMISSIONER OF PATENTS 
DeEcISIONS OF THE COMMISSIONER OF PaTENTS 


Conflicting Marks 


Van Arspace, A. C.: Held that applicant is not entitled to regis- 
ter a trade-mark for paints, varnishes, and enamels, consisting of 
the word “Ox-line’’ displayed in association with a picture of the 
head and neck of an ox and a red collar or yoke embracing the neck, 


in view of the prior registration by another of the word “Oxolin,” 
for the same goods. 


In his decision he stated that if the question was merely whether 
the marks in their entirety were confusingly similar, he would be 
disposed to agree with the applicant, and referring to the provision 
of the statute that a mark may not be registered which so nearly 
resembles the mark of another used on merchandise of the same 
descriptive properties as to be likely to cause confusion, he said: 


This provision does not refer only to resemblance in the visual appear- 
ance of the entire marks, but is broad enough to require consideration also 
of phonetical resemblance between the marks as they would be likely to be 
referred to orally. Jn re Dutch Maid Ice Cream Company, 25 C. C. P. A. 
1009; 95 F. (2d) 262 [28 T.-M. Rep. 195]. 

Although the picture of the ox head in applicant’s mark is quite 
prominent, nevertheless the word “Ox-line” in the mark is so displayed 
that I believe many persons familiar with the entire mark would refer to 
the mark verbally by the word “Ox-line.” The mark of the cited registra- 
tion is the word “Oxolin,’ and it seems to me that the natural pronuncia- 
tions of the words “Ox-line” and “Oxolin” are so similar as to be likely to 
cause confusion or mistake in the minds of persons who do not rely on the 
visual appearance of the marks in their entirety. The goods involved are 
such as appear to be apt to be recommended verbally by one person to 
another, and to be advertised by radio broadcast. 

* * * 

The fact that the similarity in the pronounciation and phonetic aspect 
is likely to cause such confusion or mistake brings this case within the 
prohibition of Section 5 of the Trade-Mark Act. 


Frazer, A. C.: Held that the opposition by Ostrex Company, 
Inc., to the registration by the Euromerica Medical Products, Inc., 
of the notation “Optrex”’ in association with various design features 
and certain disclaimed printed matter, as a trade-mark for a lotion 


1 Ex parte Lehman Bros., Inc., Ser. No. 400,165, 163 M. D. 196, 


January 
6, 1939. 
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for the eyes, was properly sustained, that opposition being based on 
the opposer’s ownership of the trade-mark “‘Ostrex Tonic,” regis- 
tered February 4, 1936, with a disclaimer of the word “Tonic,” as 
a trade-mark for a general health tonic in tablet form. 

The ground of the decision is that the applicant had established 
no trade-mark use of the mark in question prior to the use and 
registration by the opposer of its mark. 

In his decision, after nothing that he agreed with the Examiner 


of Interferences that the goods were of the same descriptive proper- 


ties, and pointing out that opposer’s mark was registered February 


t, 1936, the opposed application was not filed until April 14, 1937, 
and applicant claimed originally only use since April 6, 1937, but 
by amendment had claimed ownership of transfer of two registra- 
tions previously issued to one Rosengart, one being issued November 
1, 1982, and the other February 23, 1937, the Assistant Commis- 


sioner said: 


Applicant took no testimony, and its only evidence of ownership of 
these registrations are certified copies of purported assignments as recorded 
in the Patent Office. In the absence of proof of the execution of such as- 
signments, the Examiner of Interferences held them to be incompetent, and 
refused to consider them. In so doing I think he was clearly right; but 
I am also of the opinion that applicant’s ownership of the registrations, 
even if proved, would not entitle applicant to prevail in this proceeding. 


He noted that the application for the later of the two Rosen- 
gart registrations was filed subsequent to the registration of the 
opposer’s mark and that the earlier one did not cover the mark now 
sought to be registered. 

He then said: 


The registered mark is the word “Optraex,” with the letters “ae” printed 
as a ligature; and while that word and applicant’s word “Optrex” are sub- 
stantially the same, they are not identical in the sense that registration of 
either could be predicated upon use of the other. Nor would applicant's 
mere ownership of the “Optraex” mark warrant registration to applicant 
of the word “Optrex” over opposer’s previously registered and confusingly 
similar mark. Applicant’s remedy would seem to have been to petition for 
cancellation of opposer’s registration.” 


2 Ostrex Company, Inc. v. Euromerica Medical Products, Inc., Opp’n No. 
17,022, 163 M. D. 204, January 30, 1939. 
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Frazer, A. C.: Held that applicant is not entitled to register the 
notation “Bar-X,” as a trade-mark for nonalcoholic flavoring for 
beverages, in view of the prior use by opposer of the term “Barq’s’’ 
as a trade-mark for soft drinks, syrups, ete. 

In his decision, after stating that the goods of the parties are 
obviously of the same descriptive properties and opposer being the 
first in the field, the only question was whether the marks are so 
similar as to be likely to cause confusion, the Assistant Commis- 
sioner said: 

It is applicant’s contention that the marks differ in spelling, appearance 
and meaning, and that if correctly pronounced they do not sound alike. It 
seems manifest to me, however, that “Barq’s” and “Bar-X,” regardless of 
pronunciation, are so similar in sound that when spoken they are more 
than likely to be confused. Being somewhat similar also in spelling and 
appearance, I doubt that the two marks could be concurrently used on the 
particular goods involved without resulting confusion, and I think the op- 


position was properly sustained. Marion Lambert, Inc. vy. O’Connor, 24 
C. C. P. A. 781, 86 F. (2d) 980.5 


Descriptive Terms 


Frazer, A. C.: Held that applicant is not entitled to register, 


under the Act of 1905, the word “Prints” as a trade-mark for wheat 
flour, dairy products, etc. 

In his decision the Assistant Commissioner noted that the 
Examiner stated that the mark was descriptive since the goods 
were packaged in sacks which are themselves prints and then noted 
applicant’s objection that there was nothing in the record to sub- 
stantiate that statement and that the goods might be sold in any kind 
of bags and also noted that in the brief for applicant the statement 
had been made that Ada Milling Company originated the practice 
of marketing flour, corn meal, etc., in fancy material bags and that 


Not only did these bags serve as attractive containers for the goods, but 
they were distinctive, artistic, and sufficiently ornamental to grace the 
kitchen of the most fastidious housewife. . .. It is not denied that the 
material could be used by the housewife for domestic use. It is well known 
that flour bags, and other bags have been used by the housewife for making 
clothing and other articles from time immemorial. 


8’ Edward Bargq, Sr. v. Floyd A. Gage, Opp’n No. 16,905, 163 M. D. 190, 
December 15, 1938. 
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He then said: 


This, I think, is a sufficient admission that applicant's goods, in part at 
least, are marketed in print bags. The statute prohibits registration of 
marks “which are descriptive of the goods with which they are used, or of 
the character or quality of such goods”; and the particular type of con- 
tainer in which an item of merchandise is sold is certainly characteristic of 
such merchandise. Being thus descriptive of the “character” of applicant’s 
goods, the mark was properly refused registration.* 


Van Arspae, A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for electrical circuit breakers, the word 
“Multi-Breaker.” 

In his decision the Assistant Commissioner said: 


In my opinion the word “Multi-Breaker” applied to electrical circuit 
breakers would be understood by those engaged in the electrical trade as 
clearly descriptive of an electrical circuit breaker adapted for association 
with a plurality or a multiple number of electrical circuits, and it appears 
from the material submitted by applicant that it is just such devices to 
which the mark is applied by applicant. I agree with the Examiner in con- 
sidering the mark unregistrable under the Act of February 20, 1905, as 
amended, because of its being merely descriptive of the goods to which the 
mark is applied.® 


Non-Conflicting Marks 


Frazer, A. C.: Held that an interference involving applications 


for the registration of trade-marks for stapling pliers consisting 
respectively of the picture of a full rigged sailing vessel and the 
word “Clipper” was properly dissolved on the ground that there is 
no likelihood of confusion. 

In his decision the Assistant Commissioner said: 


Appellant contends that appellee’s sailing vessel is of the clipper type, 
and the word and the picture are therefore equivalents. I am unable to 
adopt that view. As applied to the particular goods involved I do not 
think it likely that anyone would associate the word with the picture, nor 
do I believe that the picture would be reasonably likely to suggest the word. 
Appellant cites numerous cases in its brief, wherein words and pictures 
have been treated as alternatives; but all are distinguishable from the instant 
case, in that the words and pictures there considered were primarily of the 
same significance, and were certain to be so understood by the public.® 


+ Ex parte Ada Milling Company, Ser. No. 404,104, 163 M. D. 203, Jan- 
uary 25, 1939. 

5 Ex parte Square D Company, Ser. No. 379,714, 163 M. D. 191, December 
21, 1938. 

6 Ace Fastener Corporation v. The E. H. Hotchkiss Company, Interf. 
No. 3,001, 163 M. D. 186, December 5, 1938. 
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Nod Trade-Mark Use 


Frazer, A. C.: Held that applicant is not entitled to register a 


certain trade-mark for coffee, in view of the prior use by another 
of the same mark on goods of the same descriptive properties, and 
for the reason that it appeared from the record that the applicant 
itself had never used the mark. 

In his decision, after stating the facts as above and noting ap- 
plicant’s contention that opposer had failed to establish any use of 
the mark prior to the date of applicant’s first use, the Assistant Com- 
missioner said: 

This contention is based upon a conflict in the testimony of two of 
opposer’s witnesses as to the circumstances under which a certain sale was 
made. If opposer’s case depended on such testimony alone counsel’s posi- 
tion may be tenable; but opposer’s mark is registered, and its application 
for registration was filed several weeks before the present application claims 
to have commenced use of the mark. Presumably opposer was using the 
mark when it applied for registration. General Baking Co. v. Commander- 
Larabee Corporation, : 23 C. C. P. A. 973, 82 F. (2d) 427 [26 T.-M. Rep. 278}. 
And while opposer's testimony is not entirely satisfactory, it does not, in 


my opinion, serve to rebut that presumption, but tends rather to sub- 
stantiate opposer’s prima facie showing. 


And then, after further stating that it affirmatively appeared in 
the record and was tacitly admitted in the brief that applicant had 
never used the mark, he said: 


The use relied upon has been that of an affiliated corporation, at the 
instance of whose general manager, according to the brief, “the application 
for registration of the present trade-mark was, for commercial reasons, 
filed in the name of the present applicant.” The statute provides for the 
registration of a trade-mark by the owner thereof, and the right thus con- 
ferred may not be delegated, nor may the application to register be filed 
in the name of another.’ 


Res Adjudicata 


Frazer, A. C.: In a petition brought to cancel the registration by 
Continental Distilling Corporation of the word “Sunset” as a trade- 
mark for whisky, gin, etc., in view of petitioner's alleged earlier 
use of the pictorial representation of the setting sun as a trade-mark 
for the same goods in a decision rendered January 24, 1939. Held 


7 Paul Hawkins Company v. Continental Foods, Inc., Opp’n No. 16,696, 
163 M. D. 197, January 9, 1939. 
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that the question involved was not res judicata because of a prior 
opposition proceeding in which the registrant in this case had suc- 
cessfully opposed registration by B. Cribari & Sons, Inc., of the 
notation “Sun Down” in view of its use of the word “Sunset.” 

He further held, however, that B. Cribari & Sons, Inc., had not 
established a trade-mark use of the mark referred to prior to the 
use by the registrant of its mark. 

With reference to the question of res judicata, after noting that 


the Examiner of Interferences in his decision hold res judicata had 


stated that the same trade-marks were involved and that 


In view of the substantial identity of the significance of these marks, the 
Examiner is persuaded that the same trade-mark right is involved. The 
respondent’s defense of res judicata is therefore sustained, 


the Assistant Commissioner said: 


This, I think, was erroneous. While it is doubtless true that a picture 
of the setting sun and the words “Sun Down” have the same significance, 
clearly they are otherwise quite different, and the registration of one could 
not be predicated upon trade-mark use of the other. In the opposition 
proceedings the question presented was the registrability of the words 
“Sun Down.” Petitioner’s alleged ownership of the pictorial mark was 
not in issue, and could not properly have been determined. The doctrine 
of res judicata is therefore inapplicable. 


He then stated that he was of the opinion, although the question 
was not res judicata, that the result reached by the Examiner of In- 
terferences was right since the evidence filed by the petitioner did 
not warrant the relief sought. 

He then said: 

Several labels were introduced, bearing various trade-marks, and deco- 
rated with landscapes which include sunbursts partially obscured by a scroll 
carrying the name “B. Cribari”; and probably some of these labels were 
used before respondent’s application was filed. The testimony in that re- 
gard, however, is not entirely convincing; and a careful examination of the 
record leaves considerable doubt in my mind as to whether the sunburst 
feature of petitioner’s labels conveyed, or was intended to convey, any 


trade-mark significance. No witness referred to it as a trade-mark, nor is 
there any evidence that customers so regarded it.’ 


Frazer, A. C.: In this proceeding, where Continental Distilling 
Corporation opposed the registration by B. Cribari & Sons, Inc., of 


8 B. Cribari Sons, Inc. v. Continental Distilling Corp., Cane. No. 3181, 
163 M. D. 199, January 24, 1939. 
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a mark including the words “Sun Down” to which has been added 
the pictorial representation of the setting sun and the name 
B. Cribari, on the ground of the prior use by Continental Distilling 
Corporation of the mark “‘Sunset’’ on the same merchandise, the 
question was held res judicata in view of a previous opposition 
proceeding in which the right of B. Cribari & Sons, Inc., to register 
“Sun Down” as a trade-mark for the same goods was refused, in 
view of the present opposer's use of the term “Sunset.” 

In a decision rendered January 24, 1939, after stating the facts, 
said: 

Applicant insists that this composite mark, considered in its entirety, is 
not the same mark as the one involved in the previously adjudicated oppo- 
sitions, and that the doctrine of res judicata is therefore inapplicable. It 
is my opinion, however, that applicant is estopped to register any trade- 
mark so clearly dominated as is the one in question by the notation “Sun- 
down,” for merchandise of the same descriptive properties as that for 
which the words “Sun Down” have been finally adjudged unregistrable. 

He further held that, irrespective of the question of res judicata 
the opposition should have been sustained. 

With respect to this matter he said: 

In its application for registration applicant claimed to have used the 
mark in issue since September 28, 1934. Opposer’s mark was registered 
December 4, 1934, on an application filed August 20, 1934. As applicant 
has failed to prove an earlier use than that claimed, it thus appears that 
opposer was the first in the field. Applicant's mark is applied to wines, and 
opposer’s is registered for whisky, gin, rum, brandy and alcoholic cordials. 
Considering the nature of these goods I think their concurrent sale under 


marks so nearly similar as those before me would inevitably lead to confu- 
sion.? 


Frazer, A. C.: Held that applicant is entitled to register, under 


the Act of 1905, a certain trade-mark for a publication issued quar- 
terly covering knowledge of the feet. 


In his decision he noted that the Examiner had refused regis- 
tration on the ground that the publication was devoted to merely 
advertising the applicant’s business, and then said: 

While it is true that applicant’s publication appears to be devoted very 
largely to the advertising of its merchandise, the specimens on file also 


® Continental Distilling Corporation v. B. Cribari & Sons, Inec., Opp’n 
No. 16,901, 163 M. D, 201, January 24, 1939. 
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contain several items of general information that would doubtless be of 
interest to the particular class of readers to whom it is distributed. While 
the space occupied by such material is relatively slight, I think the items 
included are of sufficient “general interest” to warrant registration of a 
trade-mark for the publication.!° 


Sacrilegious Marks 


Frazer, A. C.: Held that applicant is not entitled to register 


a label for edible oil where that label includes a representation of 
the Christ Child in the arms of St. Joseph. 

In his decision, after referring to and quoting from the decision 
of the Court of Customs and Patent Appeals in In re Riverbank 
Canning Co., 25 C. C. P. A. 1028, 95 Fed. [2d] 327 [28 T.-M. Rep. 


257 |, where the word ““Madonna” was held unregistrable as a trade- 
mark for wines, the Assistant Commissioner said: 


So here, applying the rule of equivalents, one must consider the pro- 
priety of commercializing the name of the Savior, and were the application 
one for trade-mark registration the cited case would be controlling. While 
the statutory prohibition does not expressly relate to label registrations, 
I am clearly of the opinion that even in the absence of statutory authority 
registration may properly be refused either of trade-marks or labels in- 
volving matter which is manifestly scandalous, immoral, sacrilegious, or 
otherwise offensive to the public. That applicant’s label would be so re- 
garded by numerous individuals I have no doubt. 

Applicant points to a somewhat similar label which was registered to a 
competitor many years ago, and asserts that to deny the present application 
“would be obviously highly discriminatory and unfair.” In the Riverbank 
Canning Co. case several registrations of the word “Madonna” had been 
made of record in support of a like argument. The court said: 


“Whether such registrations were properly issued is not before us, and 


their issuance constitutes no reason why the registration of appellant's mark 
here involved should be allowed if it is in fact scandalous.”™ 


10 Ex parte The Scholl Mfg. Co., Inc., Ser. No. 371,233, 163 M. D. 203, 
January 24, 1939. 

11 Ex parte F. & M. Importing Co., Inc:, Ser. No. 67,591, 163 M. D. 180, 
November 28, 1938. 








